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Title  37 — Patents,  Trademarks  and 
Copyrights 

CHAPTER  I— PATENT  AND  TRADE¬ 
MARK  OFFICE,  DEPARTMENT  OF 
COMMERCE 

IMPLEMENTATION  OF  THE  PATENT 
COOPERATION  TREATY 

Rule  Promulgation 

AGENCY:  Patent  and  Trademark 
Office,  Commerce. 

ACTION:  Pinal  rule. 

SUMMARY:  This  notice  adopts  rule 
changes  which  permit  the  filing  of 
United  States  national  patent  applica¬ 
tions  in  the  format  required  by  the 
Patent  Cooperation  Treaty  which  en¬ 
tered  into  force  on  January  24,  1978. 
Some  of  these  rule  changes  are  neces¬ 
sary  in  order  that  international  appli¬ 
cations  arriving  for  national  examina¬ 
tion  in  the  United  States  Patent  and 
Trademark  Office  as  a  Designated 
Office  are  formally  acceptable.  The 
changes  also  permit  applicants  for 
United  States  patents  to  file  their 
United  States  national  applications  in 
the  same  format  as  that  required  by 
the  Patent  Cooperation  Treaty,  which 
is  also  the  format  required  by  the  Eu¬ 
ropean  Patent  Convention.  Other 
changes  are  made  in  the  rules  which 
relate  to  the  filing  of  international 
and  national  applications. 

DATES:  Effective  date,  June  1,  1978. 
The  amended  rules  apply  to  national 
and  international  applications  filed  on 
and  after  the  effective  date.  It  should 
be  noted  that  international  applica¬ 
tions  may  be  filed  on  and  after  June  1, 
1978. 

FOR  FURTHER  INFORMATION 
CONTACT: 

Mr.  Louis  O.  Maassel  by  telephone 
at  703-557-3070,  or  by  mail  marked 
to  his  attention  and  addressed  to  the 
Commissioner  of  Patents  and  Trade¬ 
marks,  Washington,  D.C.  20231. 

SUPPLEMENTARY  INFORMATION: 
This  notice  promulgates  a  number  of 
previously  proposed  rule  changes  re¬ 
lating  to  the  filing  of  international  ap¬ 
plications  under  the  Patent  Coopera¬ 
tion  Treaty  and  the  filing  of  United 
States  national  applications  which 
have  the  same  format  as  international 
applications.  Notice  was  given  on  Jan¬ 
uary  12,  1977,  in  the  Federal  Register 
(42  FR  2632-2644)  and  on  February  8, 
1977,  in  the  Official  Gazette  (955  O.G. 
350-363)  of  a  proposal  to  amend  Title 
37  of  the  Code  of  Federal  Regulations 
upon  the  entry  into  force  of  the 
Patent  Cooperation  Treaty  and  Pub. 
L.  94-131  (94th  Congress;  89  Stat.  685). 
Interested  persons  were  invited  to 


comment  on  the  proposal  on  or  before 
May  26,  1977,  on  which  date  a  public 
hearing  was  held.  The  time  for  sub¬ 
mitting  WTitten  comments  was  ex¬ 
tended  until  August  31,  1977,  by  a 
notice  published  on  June  23,  1977,  in 
the  Federal  Register  (42  FR  31812) 
and  on  July  12,  1977,  in  the  Official 
Gazette  (960  O.G.  8).  Twenty-four 
comments  relevant  to  the  proposed 
rule  changes  were  received.  The  com¬ 
ments  relating  to  the  rules  established 
in  this  notice  are  discussed  in  the  com¬ 
mentary  of  the  rules.  A  transcript  of 
all  comments  presented  by  two  per¬ 
sons  at  the  oral  hearing,  and  the  writ¬ 
ten  statements  received  are  available 
for  public  inspection  in  Room  11E10  of 
Crystal  Plaza  Building  3,  2021  Jeffer¬ 
son  Davis  Highway,  Arlington,  Va. 
Some  of  the  rules  of  the  above-men¬ 
tioned  proposal,  namely,  §§  1.75,  1.81, 
and  1.83,  have  already  been  promul¬ 
gated  by  the  rule  change  which  ap¬ 
peared  in  the  Federal  Register  of 
January  31,  1978,  at  43  FR  4014-4015 
and  on  February  21,  1978,  in  the  Offi¬ 
cial  Gazette  at  967  O.G.  12.  This  pro¬ 
mulgation  permits  the  filing  to  United 
States  national  applications  in  the 
same  format  as  international  applica¬ 
tions  and  also  makes  a  number  of 
other  changes  in  the  rules. 

Comments  on  Adopted  Rules 

No  comments  were  received  relating 
to  §§1.1,  1.4,  1.5,  1.8,  1.9,  and  1.12. 
These  sections  are  promulgated  as 
proposed. 

Section  1.14  received  three  com¬ 
ments.  One  letter  suggested  adding  an¬ 
other  paragraph  (e)  to  mention  that 
defense  agencies  are  given  access  to 
applications  relating  to  national  secu¬ 
rity.  Another  letter  indicated  no  objec¬ 
tion  to  such  an  addition  but  did  not 
consider  it  necessary.  The  first  men¬ 
tioned  comment  was  not  adopted  since 
the  proposed  paragraph  (e)  would  be 
restating  a  provision  appearing  in 
§  5.1(b).  The  third  letter  questioned 
whether  the  Patent  and  Trademark 
Office  would  supply  a  copy  of  the  in¬ 
ternational  application  “pamphlet” 
after  it  was  published.  In  response  to 
this  comment  it  should  be  noted  that 
the  Office  will  supply  copies  of  the 
“pamphlet”  at  the  regular  price  of  30 
cents  per  page  but  that  it  will  not  give 
access  to  or  supply  copies  of  any  pend¬ 
ing  national  or  international  applica¬ 
tion  without  the  written  authorization 
of  the  applicant,  assignee  or  attorney 
or  agent  of  record.  Paragraph  (c)  has 
been  revised  to  refer  to  the  Depart¬ 
ment  of  Energy  which  now  has  the 
pertinent  responsibilities  under  the 
Atomic  Energy  Act. 

Section  1.21  received  one  comment 
indicating  that  it  was  not  clear  wheth¬ 
er  the  fee  was  required  for  both  the 
international-type  search  and  search 
report  or  only  for  the  search  report. 
The  rule  has  been  amended  in  order  to 


clarify  that  the  fee  is  required  for  the 
report  only. 

Sections  1.23  and  1.25  received  no 
comments  and  are  adopted  as  pro¬ 
posed. 

Section  1.26  has  been  revised  from 
the  proposal  by  providing  for  only 
three  choices  as  to  refund  rather  than 
five.  This  change  was  made  to  simplify 
the  determination  of  the  amount  of 
the  refund,  if  any.  In  addition,  the 
rounding  of  refunds  was  changed  from 
the  next  higher  multiple  of  $10  to  the 
next  higher  multiple  of  $5  for  greater 
preciseness. 

Section  1.52  received  one  comment 
which  proposed  changing  the  wording 
of  §  1.52(c)  to  permit  applicant’s  repre¬ 
sentative,  as  well  as  the  applicant  him¬ 
self,  to  initial  changes  to  application 
papers  made  before  filing.  Since  no 
change  in  §  1.52(c)  had  been  proposed, 
and  the  suggested  change  is  not  re¬ 
quired  by  the  Patent  Cooperation 
Treaty,  the  proposal  is  not  being 
adopted  in  this  promulgation. 

Two  comments  were  received  noting 
that  the  proposed  wording  in  §  1.55  did 
not  distinguish  between  the  prior  art 
effective  dates  of  international  appli¬ 
cations  filed  in  the  United  States  and 
those  filed  outside  the  United  States. 
The  proposed  wording  is  correct  since 
it  corresponds  with  the  language  of  35 
U.S.C.  102(e)  as  amended  by  Pub.  L. 
94-131. 

Section  1.57  received  two  comments 
to  the  effect  that  applicants  of  inter¬ 
national  applications  w'ere  given  great¬ 
er  rights  than  national  applicants 
since  the  proposed  rule  states  that  it  is 
not  required  that  the  applicant  of  an 
international  application  have  the 
oath  or  declaration  attached  to  the 
specification  at  the  time  of  signing.  In 
response,  it  is  acknowledged  that  the 
practice  set  forth  in  proposed  §  1.57  is 
somewhat  different  for  the  two  filing 
routes;  however,  the  proposed  wording 
follows  the  concepts  set  forth  in  35 
U.S.C.  371(c)  as  added  by  Pub.  L.  94- 
131.  Accordingly,  no  change  is  consid¬ 
ered  to  be  necessary  or  desirable. 

One  comment  was  received  relating 
to  §  1.58.  The  comment  indicated  the 
rule  should  relate  only  to  complex 
chemical  and  mathematical  formulas 
and  tables.  This  comment  has  been 
adopted  by  revising  §  1.58(c)  to  add  the 
word  “complex”  before  “formulas.” 

Section  1.61  received  two  comments 
from  one  person.  The  first  comment 
relating  to  a  question  of  where  an  in¬ 
ternational  application  would  be  ex¬ 
amined  for  issuance,  is  not  understood 
since  international  applications  are 
not  issued.  However,  since  the  com¬ 
ment  did  raise  the  matter  of  examina¬ 
tion,  a  phrase  has  been  added  to  indi¬ 
cate  clearly  that  the  requirements  of 
section  1.61  must  be  followed  if  an  ex¬ 
amination  for  a  U.S.  patent  is  desired 
in  an  international  application.  The 
second  comment  indicated  that  there 
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was  no  antecedent  basis  for  the  “mail¬ 
ing  date  of  the  declaration  to  the  ap¬ 
plicant.”  The  declaration  is  clearly 
mentioned  at  the  beginning  of  para¬ 
graph  1.61(b).  The  meaning  of  the 
mailing  date  of  such  a  document  to 
the  applicant  appears  to  be  sufficient¬ 
ly  clear.  No  change  is  considered  to  be 
necessary  in  response  to  the  second 
comment.  In  addition,  numbers  have 
been  added  to  each  of  the  listed  items 
to  improve  readability. 

Section  1.70  received  two  comments. 
Both  related  to  providing  uniformity 
between  §§  1.65  and  1.70.  It  should  be 
noted  that  §  1.65  was  amended  shortly 
after  the  time  the  proposal  was  pub¬ 
lished.  Proposed  §  1.70  has  accordingly 
been  amended  to  include  the  newly 
added  wording  of  §  1.65.  The  wording 
of  proposed  §  1.70  has  also  been 
amended  to  provide  for  both  genders. 

Section  1.72  received  no  comments 
and  is  adopted  as  proposed. 

One  comment  was  submitted  con¬ 
cerning  §  1.77  which  suggested  that 
the  rule  specify  that  an  attorney’s 
docket  number  and  the  name  of  the 
inventor  may  be  placed  on  the  initial 
page  of  an  application.  Such  a  proce¬ 
dure  is  currently  permitted,  although 
not  specifically  mentioned  in  the 
rules.  Since  such  data  is  not  consid¬ 
ered  to  be  one  of  the  application  ele¬ 
ments,  the  amendment  of  §  1.77  is  not 
considered  to  be  necessary.  The  rule  is 
adopted  as  proposed. 

No  comments  were  reoeived  concern¬ 
ing  8  1.78.  This  rule  is  adopted  as  pro¬ 
posed. 

Section  1.84  relating  to  standards  for 
drawings  received  four  comments.  One 
suggestion,  not  adopted,  was  that 
drawings  on  8V4  by  11  inch  paper  be 
permitted.  Although  this  size  is  close 
to  DIN  size  A4,  the  additional  process¬ 
ing  and  printing  problems  which 
would  result  from  three  different 
paper  sizes  appear  to  be  greater  than 
the  resulting  benefits  at  this  time. 
Some  experience  with  the  two  sizes 
proposed  is  felt  to  be  desirable  before 
any  additional  alternatives  are  permit¬ 
ted.  One  comment  proposed  that  this 
rule  be  adopted  as  early  as  possible. 
Since  drawings  under  existing  rules 
can  also  be  prepared  in  a  way  which 
will  later  permit  easy  compliance  with 
PCT  requirements,  it  was  considered 
unnecessary  to  adopt  this  suggestion. 
Two  comments  were  received  concern¬ 
ing  the  interpretation  of  paragraph 
(i).  Although  the  wording  of  this  para¬ 
graph  is  in  substance  the  wording  of 
PCT  Rule  11.13(1),  second  sentence,  it 
appears  that  some  clarification  is  nec¬ 
essary.  Therefore  proposed  paragraph 
(i)  has  been  amended  to  clarify  the  in¬ 
tended  requirements.  The  reference  to 
blue  ink  in  subparagraph  (c)  has  been 
deleted  since  it  has  been  deleted  from 
the  Treaty  regulations. 

Section  1.104  received  one  comment, 
which  also  related  to  8 1.21,  to  the 


effect  that  the  proposed  wording  was 
not  clear.  The  proposed  section  has 
been  slightly  revised  and  a  note  added 
for  purpose  of  clarity.  The  preparation 
of  a  formal  international-type  search 
report  is  not  required  by  the  U.S. 
Patent  and  Trademark  Office  in  order 
for  the  international-type  search  to 
serve  as  the  basis  for  a  search  fee 
refund  in  a  later  international  applica¬ 
tion. 

Section  1.141  was  commented  upon 
by  seven  persons.  The  comments  of 
several  persons  indicated  that  it  ap¬ 
peared  that  paragraph  1.141(e)  was 
unnecessary.  This  view  is  accepted;  ac¬ 
cordingly,  paragraph  1.141(e)  has  been 
deleted  from  the  promulgation.  An¬ 
other  comment  indicated  that  no  need 
was  seen  to  limit  the  wording  of  sub- 
paragraph  (c)  to  only  a  few  categories 
of  claims.  The  treaty  requires  that  the 
arrangements  of  claims  described  in 
(c)  (i)  and  (ii)  be  considered  as  one  in¬ 
vention,  subject  to  the  conditions 
stated  in  PCT  Rule  13.2.  It  should  be 
noted  that  proposed  paragraphs  (c)  (i) 
and  (ii)  are  substantially  a  copy  of 
PCT  Rule  13.2.  However,  in  view  of 
this  and  other  comments  and  for  clar¬ 
ity,  §§  1.141  and  1.146  and  1.481  and 
1.482  have  been  substantially  rewrit¬ 
ten,  amplified,  and  reorganized  to  clar¬ 
ify  the  meaning  of  certain  terms; 
namely,  “specially  adapted”  and  “spe¬ 
cifically  designed”,  to  conform  more 
closely  to  current  Office  practice  as 
set  forth  in  MPEP  sections  806.05(e)- 
(g).  Both  proposed  rules  for  §§  1.141 
and  1.146  have  been  modified  to  clari¬ 
fy  that  the  rules  make  little  change  in 
current  restriction  practice.  The  dif¬ 
ferences  between  the  PCT  unity  of  in¬ 
vention  requirement  and  current  re¬ 
striction  practice  are  minimal.  The  re¬ 
writing  and  reorganization  of  proposed 
88  1.141  and  1.146  substantially  states 
the  current  rule  language  except  that 
the  five  species  limitation  is  removed. 
Other  comments  indicated  additional 
clarification  of  the  other  paragraphs 
would  also  be  helpful.  Such  amend¬ 
ments  have  been  made  as  mentioned. 

Pour  comments  were  submitted  re¬ 
lating  to  section  1.146.  One  comment 
received  indicated  that  no  reason  was 
found  in  the  PCT  as  to  why  an  elec¬ 
tion  of  species  is  required  regardless  of 
whether  or  not  there  is  an  allowable 
generic  claim.  Although  there  is  no 
reason  in  the  PCT  for  such  a  require¬ 
ment,  the  rule  was  amended  to  reflect 
current  Office  practice  which  in 
MPEP  8  808.01(a)  allows  the  examiner 
to  require  an  election  of  species  prior 
to  the  search.  The  second  comment  in¬ 
dicated  a  preference  to  maintain  cur¬ 
rent  restriction  practice  in  all  national 
applications  which  were  not  filed 
under  the  PCT  route.  This  comment 
has  been  satisifed  by  the  rewriting  of 
the  rules  mentioned  above.  The  third 
and  fourth  comments  indicated  that 
no  need  was  seen  to  seek  a  require¬ 


ment  for  restriction  in  all  cases.  These 
comments  are  similarly  satisfied  by 
the  rewriting  of  the  rules. 

No  comments  were  received  concern¬ 
ing  88 1.318  and  1.331.  These  rules 
have  been  adopted  as  proposed. 

Section  1.401  received  no  comments; 
however,  “or”  has  been  changed  to  — 
and—  in  paragraph  (a). 

Section  1.412  was  commented  on  by 
two  persons.  One  comment  suggested 
that  a  subparagraph  (5)  be  added  to 
refer  to  the  licensing  requirements  of 
part  5.  This  proposal  has  been  adopt¬ 
ed.  The  other  comment  considered  the 
addition  unnecessary. 

Section  1.413  received  no  comments. 
However,  the  wording  has  been  revised 
to  provide  for  the  U.S.  Patent  and 
Trademark  Office  to  act  as  an  Interna¬ 
tional  Searching  Authority  for  other 
Receiving  Offices  subject  to  the  ap¬ 
proval  of  an  agreement  as  such  by  the 
Commissioner.  The  name  of  the  Inter¬ 
national  Searching  Authority  has  also 
been  changed  to  follow  the  Adminis¬ 
trative  Instructions. 

One  comment  was  received  relative 
to  section  1.414  questioning  the  use  of 
the  word  “will”  in  subparagraph  (a). 
After  review,  no  problem  is  seen  with 
the  proposed  wording;  therefore,  no 
change  is  considered  to  be  necessary. 

Section  1.415  received  no  comments 
and  is  adopted  as  proposed. 

Section  1.421  received  comments 
from  two  persons.  One  comment  is  re¬ 
lated  to  the  requirement  that  the  in¬ 
ventor  must  file  the  international  ap¬ 
plication  if  patent  protection  is  desired 
in  the  United  States  as  a  Designated 
State.  This  provision  is  set  forth  in  35 
U.S.C.  373  and  cannot  be  changed  by 
modification  of  the  rules.  However, 
the  rules,  as  proposed,  have  been 
amended  and  subparagraph  (d)  added 
to  permit  the  attorney  or  agent  to  sign 
on  behalf  of  the  inventor.  The  other 
comment  relates  to  the  requirement 
that  only  nationals  and  residents  of 
the  United  States  can  file  in  the  U.S. 
Receiving  Office.  The  requirement  ap¬ 
pears  in  35  U.S.C.  361(a).  As  to  the  sit¬ 
uation  involving  an  invention  made  in 
this  country  by  an  inventor  who  is  nei¬ 
ther  a  resident  nor  national,  such  an 
inventor  may  file  a  regular  U.S.  na¬ 
tional  application  or  may  obtain  a  li¬ 
cense  under  35  U.S.C.  184  to  file  in  the 
foreign  Receiving  Office  for  the  coun¬ 
try  of  which  the  inventor  is  a  resident 
or  national. 

No  comments  were  received  concern¬ 
ing  881  422,  1.423,  1.424,  and  1.425. 
Except  for  the  addition  of  one  refer¬ 
ence  to  the  feminine  gender,  these 
rules  are  adopted  as  proposed. 

Sections  1.431  and  1.432  were  both 
the  subject  of  a  question  as  to  whether 
the  withdrawal  of  the  international 
application  would  result  in  withdrawal 
of  the  national  application.  The  with¬ 
drawal  of  the  international  application 
would  result  in  the  withdrawal  of  the 
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designation  of  all  States.  If  the  United 
States  was  designated  in  an  interna¬ 
tional  application  which  was  with¬ 
drawn  before  the  requirements  of  35 
U.S.C.  371  were  fulfilled,  no  processing 
of  that  withdrawn  application  would 
occur  except  as  provided  under  PCT 
Article  25.  These  sections  are  adopted 
as  proposed. 

Section  1.433  received  two  com¬ 
ments,  both  related  to  the  fact  that 
the  broad  reference  to  PCT  Rule  11 
did  not  clearly  indicate  what  size 
papers  were  required.  This  matter  has 
been  clarified  in  the  promulgated  rule 
to  indicate  that  DIN  A4  size  sheets  are 
required. 

One  comment  was  received  concern¬ 
ing  §  1.434  which  correctly  noted  that 
the  second  arrow  used  to  indicate  addi¬ 
tions  in  the  proposal,  should  have 
been  at  the  end  of  the  paragraph. 

No  comments  were  received  concern¬ 
ing  §§  1.435,  1.437,  and  1.438.  These 
sections  are  adopted  as  proposed. 

Section  1.436  has  been  amended  to 
specifially  include  the  requirement  of 
PCT  Rule  6.1(a),  that  the  number  of 
claims  shall  be  reasonable. 

Two  comments  were  received  relat¬ 
ing  to  section  1.445  which  indicated 
that  the  proposed  fee  amounts  were 
too  high.  After  review,  it  is  felt  that 
the  fee  amounts  are  set  as  required  to 
cover  100  percent  of  the  costs  in¬ 
volved. 

No  comments  were  received  concern¬ 
ing  §  1.446;  however,  the  number  of 
refund  choices  has  been  reduced  from 
5  to  3  to  simplify  the  determination 
choices. 

No  comments  were  received  concern¬ 
ing  §  1.451.  Paragraph  (c)  was  amend¬ 
ed  to  clarify  the  intent  of  the  rule. 

Section  1.455  received  one  comment 
which  indicated  that  the  expression 
“common  representative”  was  not  un¬ 
derstood.  This  comment  has  been  an¬ 
swered  by  adding  a  citation  to  PCT 
Rule  4.8,  which  explains  the  expres¬ 
sion. 

Section  1.461  received  comments 
from  four  persons  which  proposed 
that  a  new  paragraph  (c)  be  added 
which  warns  that  a  foreign  filing  li¬ 
cense  may  be  required  to  transmit  a 
copy  of  the  international  application 
outside  the  United  States.  This  sugges¬ 
tion  has  been  adopted. 

One  comment  relative  to  section 
1.465  noted  that  the  notation  “PCT” 
was  inadvertently  omitted  before  a 
rule  citation.  This,  along  with  a  rule 
citation,  have  been  corrected  in  the 
promulgation. 

Section  1.468  received  twc  com¬ 
ments,  both  related  to  problems  raised 
by  subparagraph  (b).  Upon  reconsider¬ 
ation  it  appears  that  the  broad  lan¬ 
guage  of  subparagraph  (a)  and  the  ref¬ 
erence  to  PCT  Rule  82  is  sufficient;  ac¬ 
cordingly,  proposed  paragraph  (b)  has 
been  deleted. 

Section  1.471  received  one  comment 
which  related  to  amendments  at  the 
national  stage.  Since  this  rule  relates 


only  to  international  stage  amend¬ 
ments,  the  rule  is  promulgated  as  pro¬ 
posed. 

No  comments  were  received  relating 
to  §  1.475;  accordingly,  the  rule  is  pro¬ 
mulgated  as  proposed. 

Section  1.481  received  one  general 
comment  which  related  to  national 
practice  rather  than  the  international 
practice  covered  by  this  rule.  However, 
changes  were  made  in  the  proposed 
rules  for  §§  1.481  and  1.482  to  clarify 
them  and  make  them  more  understan¬ 
dable.  For  one,  it  now  makes  clear  that 
PCT  Rule  13  is  consistent  with  much 
of  current  practice  under  §§1.141  and 
1.146  with  several  exceptions  specifi¬ 
cally  set  out  in  §  1.481.  The  protest 
provisions  have  also  been  moved  from 
§1.481  to  §  1.482  since  the  handling  of 
protests  is  somewhat  different  subject 
matter  than  the  other  contents  of 
§1.481.  In  addition,  subsection  (c)  of 
proposed  §  1.482  was  moved  to  §  1.481 
where  the  subject  matter  is  more  per¬ 
tinent.  The  other  subsections  of  pro¬ 
posed  §  1.482  were  eliminated  as  un¬ 
necessary  since  they  are  part  of  exist¬ 
ing  practice  and  do  not  require  inclu¬ 
sion  in  the  rules  specifically.  The  ref¬ 
erence  in  §  1.481  to  PCT  Rule  13  in 
effect,  includes  these  deleted  subsec¬ 
tions  by  reference. 

A  number  of  references  to  sections 
of  the  Administrative  Instructions 
have  been  changed  to  reflect  changes 
in  the  numbering  of  sections  in  the 
current  version  of  the  Administrative 
Instructions. 

Part  3 

Sections  3.56  and  3.57  received  two 
comments.  One  comment  essentially 
involved  deleting  the  basic  require¬ 
ments  of*§  1.70.  This  proposal  has  not 
been  adopted  since  it  also  affects  §  1.65 
and  must  be  given  careful  study  and 
an  opportunity  for  comment  allowed 
before  any  such  change  may  be  made. 
The  other  proposal  indicated  that  the 
"duty  of  disclosure”  provisions  were 
not  in  these  forms.  The  forms  have 
been  revised  to  include  this  duty. 

Part  5 

Section  5.1  received  comments  from 
two  persons.  Paragraph  (a)  has  been 
substantially  rewritten  to  provide  for 
filing  of  international  applications  in 
the  U.S.  Receiving  Office  without  a  li¬ 
cense  for  foreign  filing  but  for  limiting 
the  transmittal  of  the  international 
application  to  a  foreign  national  or  in¬ 
ternational  agency.  Paragraph  (b)  has 
been  revised  to  refer  to  the  Depart¬ 
ment  of  Energy. 

Section  5.3  received  comments  from 
two  persons  which  related  to  para¬ 
graph  (d).  This  paragraph  has  been 
rewritten  in  view  of  the  comments  re¬ 
ceived. 

Section  5.11  received  comments  from 
10  persons  who  ail  suggested  that  the 
rule  be  rewritten  to  permit  the  initial 
filing  of  an  international  application 


in  the  United  States  Receiving  Office 
without  a  license.  The  rule  has  been 
rewritten  in  this  manner. 

Section  5.13  is  amended  due  to  a  sub¬ 
mitted  proposal  although  the  rule  was 
not  included  in  the  proposed  rule 
change  notice.  The  changes  made  in 
§  5.13  follow  the  concepts  suggested  by 
numerous  comments  to  §5.11.  There¬ 
fore,  it  is  felt  that  the  change  can  be 
made  even  though  such  a  change  was 
not  proposed. 

Section  5.14  received  one  comment 
as  to  possible  processing  problems  but 
no  suggestion  was  made;  accordingly, 
the  section  is  adopted  as  proposed. 

Section  5.15  has  been  revised  as  sug¬ 
gested  by  two  persons  to  refer  to 
transmittal  of  the  international  appli¬ 
cation  rather  than  filing  thereof. 

No  comments  were  received  relative 
to  §5.17;  this  rule  is  adopted  as  pro¬ 
posed. 

In  a  number  of  instances,  references 
to  the  masculine  gender  have  been  de¬ 
leted. 

The  Patent  and  Trademark  Office 
has  determined  that  this  document 
does  not  contain  a  major  proposal  re¬ 
quiring  preparation  of  an  Economic 
Impact  Statement  Under  Executive 
Orders  11821  and  11949  and  OMB  Cir¬ 
cular  A-107. 

The  following  table  of  contents  indi¬ 
cates  the  contents  of  the  promulgated 
subparts  and  the  location  of  added  sec¬ 
tions  and  section  headings. 
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PART  3— FORMS  FOR  PATENT  CASES 

•  •  •  •  • 

3.66  Oath  to  be  filed  with  United  States 
Designated  Office  under  37  U.S.C. 
371(c)(4). 

3.57  Declaration  to  be  filed  with  United 
States  Designated  Office  under  35 
U.S.C.  371(c)(4). 

Accordingly,  37  CFR  Parts  1,  3  and  5 
are  amended  as  follows: 

1.  By  revising  §  1.1  to  read  as  follows: 

§  1.1  All  communications  to  be  addressed 
to  Commissioner  of  Patents  and  Trade¬ 
marks. 

All  letters  and  other  communica¬ 
tions  intended  for  the  Patent  and 
Trademark  Office  must  be  addressed 
to  “Commissioner  of  Patents  and 
Trademarks,”  Washington,  D.C.  20231. 
When  appropriate,  a  letter  should  also 
be  marked  for  the  attention  of  a  par¬ 
ticular  officer  or  individual.  Letters 
and  other  communications  relating  to 
international  applications  during  the 
international  stage  and  prior  to  the  as¬ 
signment  of  a  national  serial  number 
should  be  additionally  marked  “Box 
PCT.” 

Note.— §§  1.1  to  1.26  are  applicable  to 
trademark  cases  as  well  as  to  national  and 
international  patent  cases  except  for  provi¬ 
sions  specifically  directed  to  patent  cases. 
See  §  1.9  for  definitions  of  “national  applica¬ 
tion”  and  “international  application.” 

2.  By  revising  paragraph  (a)  of  §  1.4 
to  read  as  follows: 

§  1.4  Nature  of  correspondence. 

(a)  Correspondence  with  the  Patent 
and  Trademark  Office  comprises  (1) 
correspondence  relating  to  services 
and  facilities  of  the  Office,  such  as 
general  inquiries,  requests  for  publica¬ 
tions  supplied  by  the  Office,  orders  for 
printed  copies  of  patents  or  trademark 
registrations,  orders  for  copies  of  rec¬ 
ords,  transmission  of  assignments  for 
recording,  and  the  like,  and  (2)  corre¬ 
spondence  in  and  relating  to  a  particu¬ 
lar  application  or  other  proceeding  in 
the  Office.  See  particularly  the  rules 
relating  to  the  filing,  processing,  or 
other  proceedings  of  national  applica¬ 
tions  in  Subpart  B,  §§  1.31  to  1.352;  of 
international  applications  in  Subpart 
C,  §§  1.401  to  1.482;  and  of  Trademark 
applications  §§  2.11  to  2.189. 

•  »  •  •  » 

3.  By  revising  paragraph  (a)  of  §  1.5 
to  read  as  follows: 

§  1.5  Identification  of  application,  patent, 
or  registration. 

(a)  When  a  letter  concerns  an  appli¬ 
cation  for  patent,  it  should  state  the 
name  of  the  applicant,  the  title  of  the 
invention,  the  serial  number  or  inter¬ 
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national  application  number  of  the  ?d- 
plication,  the  date  of  filing  the  same, 
and,  if  known,  the  group  art  unit  and 
name  of  the  examiner  to  which  it  has 
been  assigned  (see  §  1.55). 

•  •  •  •  • 

4.  By  revising  paragraph  (aXi)  and 
adding  (a)(xi)  to  §  1.8  to  read  as  fol¬ 
lows: 

§  1.8  Certificate  of  mailing. 

(a)  Except  in  the  cases  enumerated 
below,  papers  and  fees  required  to  be 
filed  in  the  Patent  and  Trademark 
Office  within  a  set  period  of  time  will 
be  considered  as  being  timely  filed  if: 
(1)  they  are  addressed  to  the  Commis¬ 
sioner  of  Patents  and  Trademarks, 
Washington,  D.C.  20231,  and  deposited 
with  the  U.S.  Postal  Service  with  suffi¬ 
cient  postage  as  first  class  mail  prior 
to  expiration  of  the  set  period,  and  (2) 
they  are  accompanied  by  a  certificate 
stating  the  date  of  deposit  (see  forms, 
§§3.55  and  4.23).  The  person  signing 
the  certificate  should  have  reasonable 
basis  to  expect  that  the  correspon¬ 
dence  would  be  mailed  on  or  before 
the  date  indicated,  the  actual  date  of 
receipt  of  the  paper  or  fee  will  be  used 
for  all  other  purposes.  This  procedure 
does  not  apply  to  the  following: 

(i)  The  filing  of  national  applica¬ 
tions  for  patent; 

•  •  •  *  • 

(xi)  The  filing  of  international  appli¬ 
cations  for  patent  and  papers  relating 
thereto. 

•  •  •  •  • 

5.  A  new  §  1.9  is  added  to  read  as  fol¬ 
lows: 

§  1.9  Definitions. 

(a)  A  national  application  as  used  in 
this  chapter  means  a  U.S.  national  ap¬ 
plication  for  patent  which  was  either 
filed  in  the  Office  under  35  U.S.C.  Ill 
or  which  resulted  from  an  internation¬ 
al  application  after  compliance  with  35 
U.S.C.  371. 

(b)  An  international  application  as 
used  in  this  chapter  means  an  interna¬ 
tional  application  for  patent  filed 
under  the  Patent  Cooperation  Treaty 
prior  to  entering  national  processing 
at  the  Designated  Office  stage. 

6.  By  revising  §  1.12  to  read  as  fol¬ 
lows: 

§  1.12  Assignment  records  open  to  public 
inspection. 

The  assignment  records,  relating  to 
original  or  reissue  patents,  including 
digests  and  indexes,  are  open  to  public 
inspection  and  copies  of  any  instru¬ 
ment  recorded  may  be  obtained  upon 
payment  of  the  fee  therefor.  Assign¬ 
ment  records,  digests,  and  indexes,  re¬ 
lating  to  any  pending  or  abandoned 
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application  are  not  available  to  the 
public.  Copies  of  any  such  assignment 
records  and  information  with  respect 
thereto  shall  be  obtainable  only  upon 
written  authority  of  the  applicant  or 
his  assignee  or  attorney  or  agent  or 
upon  a  showing  that  the  person  seek¬ 
ing  such  information  is  a  bona  fide 
prospective  or  actual  purchaser,  mort¬ 
gagee,  or  licensee  of  such  application, 
unless  it  shall  be  necessary  to  the 
proper  conduct  of  business  before  the 
Office  or  as  provided  by  these  rules. 
An  order  for  a  copy  of  an  assignment 
should  give  the  identification  of  the 
record.  If  identified  only  by  the  name 
of  the  patentee  and  number  of  the 
patent,  or  in  the  case  of  a  trademark 
registration  by  the  name  of  the  regis¬ 
trant  and  number  of  the  registration, 
or  by  name  of  the  applicant  and  serial 
number  or  international  application 
number  of  the  application,  an  extra 
charge  will  be  made  for  the  time  con¬ 
sumed  in  making  a  search  for  such  as¬ 
signment. 

7.  By  revising  paragraphs  (a)  and  (c) 
of  §  1.14  to  read  as  follows: 

§  1.14  Patent  applications  preserved  in  se¬ 
crecy. 

(a)  Except  as  provided  in  §  1.11(b) 
pending  patent  applications  are  pre¬ 
served  in  secrecy.  No  information  will 
be  given  by  the  Office  respecting  the 
filing  by  any  particular  person  of  an 
application  for  a  patent,  the  pendency 
of  any  particular  case  before  it,  or  the 
subject  matter  of  any  particular  appli¬ 
cation,  nor  will  access  be  given  to  or 
copies  furnished  of  any  pending  appli¬ 
cation  or  papers  relating  thereto,  with¬ 
out  written  authority  in  that  particu¬ 
lar  application  from  the  applicant  or 
his  assignee  or  attorney  or  agent  of 
record,  unless  thejipplication  has  been 
identified  by  serial  number  in  a  pub¬ 
lished  patent  document  or  the  United 
States  of  America  has  been  indicated 
as  a  Designated  State  in  a  published 
international  application,  in  which 
case  status  information  such  as  wheth¬ 
er  it  is  pending,  abandoned  or  patent¬ 
ed  may  be  supplied,  or  unless  it  shall 
be  necessary  to  the  proper  conduct  of 
business  before  the  Office  or  as  pro¬ 
vided  by  this  part.  Where  an  applica¬ 
tion  has  been  patented,  the  patent 
number  and  issue  date  may  also  be 
supplied. 

•  •  •  *  » 

(c)  Applications  for  patents  which 
disclose,  or  which  appear  to  disclose, 
or  which  purport  to  disclose,  inven¬ 
tions  or  discoveries  relating  to  atomic 
energy  are  reported  to  the  Depart¬ 
ment  of  Energy,  which  Department 
will  be  given  access  to  such  applica¬ 
tions.  but  such  reporting  does  not  con¬ 
stitute  a  determination  that  the  sub¬ 
ject  matter  of  each  application  so  re¬ 
ported  is  in  fact  useful  or  an  invention 


or  discovery  or  that  such  application 
in  fact  discloses  subject  matter  in  cate¬ 
gories  specified  by  sections  151(c)  and 
151(d)  of  the  Atomic  Energy  Act  of 
1954,  68  Stat.  919;  42  U.S.C.  2181  (c) 
and  (d). 

•  •  •  •  • 

8.  By  adding  a  new  paragraph  (w)  to 
§  1.21  to  read  as  follows: 

§  1.21  Patent  and  miscellaneous  fees  and 
charges. 

*  *  »  *  # 

(w)  For  preparing  an  international- 
type  search  report  of  an  international- 
type  search  made  at  the  time  of  the 
first  action  on  the  merits  in  a  national 
patent  application— $25. 

Note.— The  Patent  and  Trademark  Office 
does  not  require  that  a  formal  report  be  pre¬ 
pared  of  an  international-type  search  in 
order  to  obtain  a  search  fee  refund  in  a 
later  filed  international  application.  For 
fees  relating  to  processing  of  international 
applications,  see  §  1.445. 

9.  By  revising  §  1.23  to  read  as  fol¬ 
lows: 

§  1.23  Method  of  payment 

All  payments  of  money  required  for 
Patent  and  Trademark  Office  fees,  in¬ 
cluding  fees  for  the  processing  of  in¬ 
ternational  applications  (§  1.445), 
should  be  made  in  U.S.  specie.  Treas¬ 
ury  notes,  national  bank  notes,  post 
office  money  orders,  or  by  certified 
check.  If  sent  in  any  other  form,  the 
Office  may  delay  or  cancel  the  credit 
until  collection  is  made.  Money  orders 
and  checks  must  be  made  payable  to 
the  Commissioner  of  Patents  and 
Trademarks.  Remittances  from  for¬ 
eign  countries  must  be  payable  and 
immediately  negotiable  in  the  United 
States  for  the  full  amount  of  the  fee 
required.  Money  sent  by  mail  to  the 
Patent  and  Trademark  Office  will  be 
at  the  risk  of  the  sender;  letters  con¬ 
taining  money  should  be  registered. 

10.  By  revising  paragraph  (b)  of 
§  1.25  to  read  as  follows: 

§  1.25  Deposit  accounts. 

•  •  •  •  • 

(b)  Filing,  issue,  appeal,  internation¬ 
al-type  search  report,  international  ap¬ 
plication  processing,  and  petition  fees 
may  be  charged  against  these  ac¬ 
counts. 

11.  By  revising  $  1.26  to  read  as  fol¬ 
lows: 

§  1.26  Refunds. 

Money  paid  by  actual  mistake  or  in 
excess,  such  as  a  payment  not  required 
by  law,  will  be  refunded,  but  a  mere 
change  of  purpose  after  the  payment 
of  money,  as  when  a  party  desires  to 
withdraw  his  application  or  to  with¬ 
draw  an  appeal,  will  not  entitle  a  party 


to  demand  such  a  return.  Refund  of  a 
portion  of  any  international  search  fee 
paid  to  the  Patent  and  Trademark 
Office  may  be  made  where  the  prior 
art  search  made  during  the  subse¬ 
quent  examination  of  a  national  appli¬ 
cation  is  wholly  or  partly  based  on  the 
earlier  international  search  made  in 
the  international  application  for 
which  the  search  fee  was  paid.  The 
amount  of  the  refund  will  be  as  deter¬ 
mined  by  the  examiner  according  to 
the  value  of  the  prior  international 
search  made  by  the  Patent  and  Trade¬ 
mark  Office  as  an  International 
Searching  Authority,  as  90  percent,  45 
percent,  or  0  percent  of  the  interna¬ 
tional  search  fee.  If  the  amount  of  the 
refund  is  not  a  multiple  of  $5,  it  will 
be  rounded  to  the  next  higher  multi¬ 
ple  of  $5.  (Note  §  1.446  for  refund  of 
the  search  fee  in  an  international  ap¬ 
plication.)  Amounts  of  10  cents  or  less 
will  not  be  returned  unless  specifically 
demanded,  within  a  reasonable  time, 
nor  will  the  payer  be  notified  of  such 
amount;  amounts  over  10  cents  but 
less  than  $1  may  be  returned  in  post¬ 
age  stamps,  and  other  amounts  by 
check. 

12.  By  revising  paragraphs  (a)  and 
(b)  of  §  1.52  to  read  as  follows: 

§  1.52  Language,  paper,  writing,  margins. 

(a)  The  application,  any  amend¬ 
ments  or  corrections  thereto,  and  the 
oath  or  declaration  must  be  in  the 
English  language  except  as  provided 
for  in  §  1.69,  or  be  accompanied  by  a 
verified  translation  of  the  application 
and  a  translation  of  any  corrections  or 
amendments  into  the  English  lan¬ 
guage.  All  papers  which  are  to  become 
a  part  of  the  permanent  records  of  the 
Patent  and  Trademark  Office  must  be 
legibly  written,  typed,  or  printed  in 
permanent  ink  or  its  equivalent  in 
quality.  All  of  the  application  papers 
must  be  presented  in  a  form  having 
sufficient  clarity  and  contrast  between 
the  paper  and  the  writing,  typing,  or 
printing  thereon  to  permit  the  direct 
production  of  readily  legible  copies  in 
any  number  by  use  of  photographic, 
electrostatic,  photooffset,  and  micro¬ 
filming  processes.  If  the  papers  are 
not  of  the  required  quality,  substitute 
typewritten  or  printed  papers  of  suit¬ 
able  quality  may  be  required. 

(b)  The  application  papers  (specifi¬ 
cation,  including  claims,  abstract,  oath 
or  declaration,  and  papers  as  provided 
for  in  §§  1.42,  1.43,  1.47,  etc.)  and  also 
papers  subsequently  filed,  must  be 
plainly  written  on  but  one  side  of  the 
paper.  The  size  of  all  sheets  of  paper 
should  be  8  to  8V4  by  10V»  to  13  inches 
(20.3  to  21.6  cm.  by  26.6  to  33.0  cm.).  A 
margin  of  at  least  approximately  one 
inch  (2.5  cm.)  must  be  reserved  on  the 
left-hand  of  each  page.  The  top  of 
each  page  of  the  application,  including 
claims  must  have  a  margin  of  at  least 
approximately  %  inch  (2  cm.).  The 
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lines  of  text  must  not  be  crowded  too 
closely  together;  typewritten  lines 
should  be  1%  or  double  spaced.  The 
pages  of  the  application,  including 
claims  and  abstract,  should  be  num¬ 
bered  consecutively,  starting  with  1, 
the  numbers  being  centrally  located 
above  or  preferably,  below,  the  text. 

•  *  •  •  • 

13.  By  adding  paragraph  (d)  to  9  1.55 
to  read  as  follows: 

§  1.55  Serial  number  and  filing  date  of  ap¬ 
plication. 

•  •  •  •  • 

(d)  The  filing  date  of  an  internation¬ 
al  application  designating  the  United 
States  of  America  shall  be  treated  as 
the  filing  date  in  the  United  States  of 
America  under  PCT  Article  11(3), 
except  as  provided  in  35  U.S.C.  102(e). 

14.  By  revising  9  1.57  to  read  as  fol¬ 
lows: 

§  1.57  Signature. 

(a)  The  application  must  be  signed 
by  the  applicant  in  person.  The  signa¬ 
ture  to  the  oath  or  declaration  under 
§  1.65  will  be  accepted  as  the  signature 
to  the  application  provided  the  oath 
or  declaration  under  9 165  is  attached 
to  and  refers  to  the  specification  and 
claims  to  which  it  applies.  Otherwise 
the  signature  must  appear  at  the  end 
of  the  specification  after  the  claims. 

(b)  The  signature  to  the  oath  or  dec¬ 
laration  under  9  1.70  will  be  accepted 
as  the  signature  to  the  application 
provided  the  oath  or  declaration  under 
9 1.70  specifically  refers  to  the  specifi¬ 
cation  and  claims  to  which  it  applies. 

(c)  Full  names  must  be  given,  includ¬ 
ing  at  least  one  given  name  without 
abbreviation  together  with  any  other 
given  name  or  initial. 

15.  By  revising  §  1.58  to  read  as  fol¬ 
lows: 

§  1.56  Chemical  and  mathematical  formu¬ 
las  and  tables. 

(a)  The  specification,  including  the 
claims,  may  contain  chemical  and 
mathematical  formulas,  but  shall  not 
contain  drawings  or  flow  diagrams. 
The  description  portion  of  the  specifi¬ 
cation  may  contain  tables;  claims  may 
contain  tables  either  if  necessary  to 
conform  to  35  U.S.C.  112  or  if  other¬ 
wise  found  to  be  desirable. 

(b)  All  tables  and  chemical  and 
mathematical  formulas  in  the  specifi¬ 
cation.  including  claims,  and  amend¬ 
ments  thereto,  must  be  on  paper 
which  is  flexible,  strong,  white, 
smooth,  nonshiny,  and  durable  in 
order  to  permit  use  as  camera  copy 
when  printing  any  patent  which  may 
issue.  A  good  grade  of  bond  paper  is 
acceptable;  watermarks  should  not  be 
prominent.  India  ink  or  its  equivalent, 
or  solid  black  typewriter,  should  be 
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used  to  secure  perfectly  black  solid 
lines. 

(c)  To  facilitate  camera  copying 
when  printing,  the  width  of  formulas 
and  tables  as  presented  should  be  lim¬ 
ited  normally  to  5  inches  (12.7  cm.)  so 
that  it  may  appear  as  a  single  column 
in  the  printed  patent.  If  it  is  not  possi¬ 
ble  to  limit  the  width  of  a  formula  or 
table  to  5  inches  (12.7  cm.),  it  is  per¬ 
missible  to  present  the  formula  or 
table  with  a  maximum  width  of  10% 
inches  (27.3  cm.)  and  to  place  it 
sideways  on  the  sheet.  Typewritten 
characters  used  in  such  formulas  and 
tables  must  be  from  a  block  (non- 
script)  type  font  or  lettering  style 
having  capital  letters  which  are  at 
least  0.08  inch  (2.1  mm.)  high  (e.g., 
elite  type).  Hand  lettering  must  be 
neat,  clean,  and  have  a  minimum  char¬ 
acter  height  of  0.08  inch  (2.1  mm.).  A 
space  at  least  V«  inch  (6.4  mm.)  high 
should  be  provided  between  complex 
formulas  and  tables  and  the  text. 
Tables  should  have  the  lines  and  col¬ 
umns  of  data  closely  spaced  to  con¬ 
serve  space,  consistent  with  high 
degree  of  legibility. 

16.  By  adding  a  new  §  1.61  to  read  as 
follows: 

91.61  Filing  of  applications  in  the  United 
States  of  America  as  a  Designated 
Office. 

(a)  To  maintain  the  benefit  of  the 
international  filing  date  and  obtain  an 
examination  as  to  the  patentability  of 
the  invention  in  the  United  States,  the 
applicant  shall  furnish  to  the  U.S. 
Patent  and  Tradmark  Office  not  later 
than  the  expiration  of  20  months  from 
the  priority  date:  (1)A  copy  of  the  in¬ 
ternational  application  with  any 
amendments,  unless  it  has  been  previ¬ 
ously  furnished  by  the  International 
Bureau  or  unless  it  was  originally  filed 
in  the  U.S.  Patent  and  Trademark 
Office;  (2)  a  verified  translation  of  the 
international  application  and  a  trans¬ 
lation  of  any  amendments  into  the 
English  language,  if  originally  filed 
elsewhere  in  another  language;  (3)  the 
national  fee  (see  §  1.445(a)(4));  and  (4) 
an  oath  or  declaration  of  the  inventor 
(see  9 1.70). 

(b)  Where  an  International  Search¬ 
ing  Authority  has  made  a  declaration 
that  no  international  search  report 
will  be  established  because  the  inter¬ 
national  application  relates  to  subject 
matter  which  it  is  not  required  to 
search,  or  because  the  application  fails 
to  comply  with  the  prescribed  require¬ 
ments  to  such  an  extent  that  a  mean¬ 
ingful  search  could  not  be  carried  out, 
the  time  for  performing  the  acts  re¬ 
ferred  to  in  paragraph  (a)  of  this  sec¬ 
tion  is  2  months  from  the  mailing  date 
of  the  declaration  to  the  applicant. 

17.  By  adding  a  new  9 1.70  to  read  as 
follows: 


20463 

9  1.70  Content  of  oath  or  declaration  re¬ 
lating  to  content  of  and  amendments  to 
an  application  nnder  35  VAC. 
371(c)(4). 

(aXl)  When  an  applicant  of  an  inter¬ 
national  application,  if  the  inventor, 
desires  to  enter  the  national  stage 
under  35  U.S.C.  371,  he  or  she  must 
specifically  identify  the  international 
application  and  any  amendments 
thereto  and  state  that  he  or  she  has 
reviewed  the  referred  to  application 
and  any  amendments,  and  that  he  or 
she  verily  believes  himself  or  herself 
to  be  the  original  and  first  inventor  or 
discoverer  of  the  process,  machine, 
manufacturer,  composition  of  matter, 
or  improvement  thereof,  for  which  he 
or  she  solicits  a  patent;  that  he  or  she 
does  not  know  and  does  not  believe 
that  the  same  was  ever  known  or  used 
in  the  United  States  of  America  before 
his  or  her  invention  or  discovery 
thereof,  and  shall  state  of  what  coun¬ 
try  he  or  she  is  a  citizen  and  where  he 
or  she  resides  and  whether  he  or  she  is 
a  sole  or  joint  inventor  of  the  inven¬ 
tion  claimed  in  his  or  her  internation¬ 
al  application  as  filed  or  as  amended. 
In  every  application  the  applicant 
must  distinctly  state  that  to  the  best 
of  his  or  her  knowledge  and  belief  the 
invention  has  not  been  in  public  use  or 
on  sale  in  the  United  States  of  Amer¬ 
ica  more  than  one  year  prior  to  his  or 
her  international  application,  or  pat¬ 
ented  or  described  in  any  printed  pub¬ 
lication  in  any  country  before  his  or 
her  invention  or  more  than  one  year 
prior  to  his  or  her  international  appli¬ 
cation,  or  patented  or  made  the  sub¬ 
ject  of  an  inventor’s  certificate  in  any 
foreign  country  prior  to  the  date  of 
his  or  her  international  application  on 
an  application  filed  by  himself  or  her¬ 
self  or  his  or  her  legal  representatives 
or  assigns  more  than  twelve  months 
prior  to  his  or  her  international  appli¬ 
cation.  He  or  she  must  acknowledge  a 
duty  to  disclose  information  he  or  she 
is  aware  of  which  is  material  to  the  ex¬ 
amination  of  the  application.  He  or 
she  shall  state  whether  or  not  any  ap¬ 
plication  for  patent  or  inventor’s  cer¬ 
tificate  on  the  same  invention  has 
been  filed  in  any  foreign  country, 
either  by  himself  or  herself,  or  by  his 
or  her  legal  representatives  or  assigns. 
If  any  such  application  has  been  filed, 
the  applicant  shall  name  the  country 
in  which  the  earliest  such  application 
was  filed,  and  shall  give  the  day. 
month,  and  year  of  its  filing;  he  or  she 
shall  also  identify  by  country  and  by 
day,  month,  and  year  of  filing,  every 
such  foreign  application  filed  more 
than  twelve  months  before  the  filing 
of  the  international  application. 

(2)  This  statement  (i)  must  be  sub¬ 
scribed  to  by  the  applicant,  and  (ii) 
must  either  (a)  be  sworn  to  (or  af¬ 
firmed)  as  provided  in  9 166,  or  (b)  in¬ 
clude  the  personal  declaration  of  the 
applicant  as  prescribed  in  9  1  68. 
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(b)  If  the  international  application 
was  made  as  provided  in  f§  1.422,  1.423 
or  1.425,  the  applicant  shall  state  his 
or  her  relationship  to  the  inventor 
and,  upon  information  and  belief,  the 
facts  which  the  inventor  is  required  by 
this  section  to  state. 

18.  By  revising  paragraph  (b)  of 
§  1.72  to  read  as  follows: 

§  1.72  Title  and  abstract 

•  •  •  •  • 

(b)  A  brief  abstract  of  the  technical 
disclosure  in  the  specification  must  be 
set  forth  on  a  separate  sheet,  prefer¬ 
ably  following  the  claims  under  the 
heading  “Abstract  of  the  Disclosure.” 
The  purpose  of  the  abstract  is  to 
enable  the  Patent  and  Trademark 
Office  and  the  public  generally  to  de¬ 
termine  quickly  from  a  cursory  inspec¬ 
tion  the  nature  and  gist  of  the  techni¬ 
cal  disclosure.  The  abstract  shall  not 
be  used  for  interpreting  the  scope  of 
the  claims. 

19.  By  revising  text  and  heading  of 
§  1.77  to  read  as  follows: 

§  1.77  Arrangement  of  application  ele¬ 
ments. 

The  elements  of  the  application 
should  appear  in  the  following  order: 

(a)  Title  of  the  invention:  or  an  in¬ 
troductory  portion  stating  the  name, 
citizenship,  and  residence  of  the  appli¬ 
cant,  and  the  title  of  the  invention 
may  be  used. 

(b)  (Reserved). 

<c)  Cross-references  to  related  appli¬ 
cations,  if  any. 

(d)  Brief  summary  of  the  invention. 

(e)  Brief  description  of  the  several 
views  of  the  drawing,  if  there  are 
drawings. 

(f)  Detailed  description. 

(g)  Claim  or  claims. 

(h)  Signature.  (See  §  1.57). 

(i)  Abstract  of  the  disclosure. 

(j)  Drawings. 

20.  By  revising  paragraph  (a)  of 
§  1.78  to  read  as  follows: 

8 1.78  Cross-references  to  other  applica¬ 
tions. 

When  an  applicant  files  an  applica¬ 
tion  claiming  an  invention  disclosed  in 
a  prior  filed  copending  national  appli¬ 
cation  or  international  application  des¬ 
ignating  the  United  States  of  America 
of  the  same  applicant,  the  second  ap¬ 
plication  must  contain  or  be  amended 
to  contain  in  the  first  sentence  of  the 
specification  following  the  title  a  ref¬ 
erence  to  such  prior  application,  iden¬ 
tifying  it  by  serial  number  and  filing 
date  or  international  application 
number  and  international  filing  date 
and  indicating  the  relationship  of  the 
applications,  if  the  benefit  of  the 
filing  date  of  such  prior  application  is 
to  be  claimed.  Cross-references  to 


other  related  applications  may  be 
made  when  appropriate.  (See 
8 1.14(b)). 

21.  By  revising  paragraphs  (a),  (b), 

(c),  (d),  (e),  (f),  (i),  (j)  and  (1)  of  §  1.84 
to  read  as  follows: 

§  1.84  Standards  for  drawings. 

ia)  Paper  and  ink.  Drawings  must  be 
made  upon  paper  which  is  flexible, 
strong,  white,  smooth,  non-shiny  and 
durable.  Two-ply  or  three-ply  bristol 
board  is  preferred.  The  surface  of  the 
paper  should  be  calendered  and  of  a 
quality  which  will  permit  erasure  and 
correction  with  India  ink.  India  ink,  or 
its  equivalent  in  quality,  is  preferred 
for  pen  drawings  to  secure  perfectly 
black  solid  lines.  The  use  of  white  pig¬ 
ment  to  cover  lines  is  not  normally  ac¬ 
ceptable. 

(b)  Size  of  sheet  and  margins.  The 
size  of  the  sheets  on  which  drawings 
are  made  may  either  be  exactly  8V4  by 
14  inches  (21.6  by  35.6  cm.)  or  exactly 
21.0  by  29.7  cm.  (DIN  size  A4).  All 
drawing  sheets  in  a  particular  applica¬ 
tion  must  be  the  same  size.  One  of  the 
shorter  sides  of  the  sheet  is  regarded 
as  its  top. 

(1)  On  8  Vi  by  14  inch  drawing  sheets, 
the  drawing  must  include  a  top  margin 
of  2  inches  (5.1  cm.)  and  bottom  and 
side  margins  of  V *  inch  (6.4  mm.)  from 
the  edges,  thereby  leaving  a  “sight” 
precisely  8  by  11%  inches  (20.3  by  29.8 
cm.).  Margin  border  lines  are  not  per¬ 
mitted.  All  work  must  be  included 
within  the  "sight”.  The  sheets  may  be 
provided  with  two  V5»  inch  (6.4  mm.)  di¬ 
ameter  holes  having  their  centerlines 
spaced  'Vie  inch  (17.5  mm.)  below  the 
top  edge  and  2%  inches  (7.0  cm.)  apart, 
said  holes  being  equally  spaced  from 
the  respective  side  edges. 

(2)  On  21.0  by  29.7  cm.  drawing 
sheets,  the  drawing  must  include  a  top 
margin  of  at  least  2.5  cm.,  a  left  side 
margin  of  2.5  cm.,  a  right  side  margin 
of  1.5  cm.,  and  a  bottom  margin  of  1.0 
cm.  Margin  border  lines  are  not  per¬ 
mitted.  All  work  must  be  contained 
within  a  sight  size  not  to  exceed  17  loy 
26.2  cm. 

(c)  Character  of  lines.  All  drawings 
must  be  made  with  drafting  instru¬ 
ments  or  by  a. process  which  will  give 
them  satisfactory  reproduction  char¬ 
acteristics.  Every  line  and  letter  must 
be  durable,  black,  sufficiently  dense 
and  dark,  uniformly  thick  and  well  de¬ 
fined;  the  weight  of  all  lines  and  let¬ 
ters  must  be  heavy  enough  to  permit 
adequate  reproduction.  This  direction 
applies  to  all  lines  however  fine,  to 
shading,  and  to  lines  representing  cut 
surfaces  in  sectional  views.  All  lines 
must  be  clean,  sharp,  and  solid.  Pine 
or  crowded  lines  should  be  avoided. 
Solid  black  should  not  be  used  for  sec¬ 
tional  or  surface  shading.  Freehand 
work  should  be  avoided  wherever  it  is 
possible  to  do  so. 

(d)  Hatching  and  shading.  (1) 
Hatching  should  be  made  by  oblique 


parallel  lines  spaced  sufficiently  apart 
to  enable  the  lines  to  be  distinguished 
without  difficulty.  (2)  Heavy  lines  on 
the  shade  side  of  objects  should  pref¬ 
erably  be  used  except  where  they  tend 
to  thicken  the  work  and  obscure  refer¬ 
ence  characters.  The  light  should 
come  from  the  upper  left-hand  corner 
at  an  angle  of  45°.  Surface  delineations 
should  preferably  be  shown  by  proper 
shading,  which  should  be  open. 

(e)  Scale.  The  scale  to  which  a  draw¬ 
ing  is  made  ought  to  be  large  enough 
to  show  the  mechanism  without 
crowding  when  the  drawing  is  reduced 
in  size  to  two-thirds  in  reproduction, 
and  views  of  portions  of  the  mecha¬ 
nism  on  a  larger  scale  should  be  used 
when  necessary  to  show  details  clear¬ 
ly;  two  or  more  sheets  should  be  used 
if  one  does  not  give  sufficient  room  to 
accomplish  this  end,  but  the  number 
of  sheets  should  not  be  more  than  is 
necessary. 

(f)  Reference  characters.  The  differ¬ 
ent  views  should  be  consecutively 
numbered  figures.  Reference  numerals 
(and  letters,  but  numerals  are  pre¬ 
ferred)  must  be  plain,  legible  and  care¬ 
fully  formed,  and  not  be  encircled. 
They  should,  if  possible,  measure  at 
least  one-eighth  of  an  inch  (3.2mm.)  in 
height  so  that  they  may  bear  reduc¬ 
tion  to  one  twenty-fourth  of  an  inch 
(1.1mm.);  and  they  may  be  slightly 
larger  when  there  is  sufficient  room. 
They  should  not  be  so  placed  in  the 
close  and  complex  parts  of  the  draw¬ 
ing  as  to  interfere  with  a  thorough 
comprehension  of  the  same,  and 
therefore  should  rarely  cross  or 
mingle  with  the  lines.  When  necessar¬ 
ily  grouped  around  a  certain  part, 
they  should  be  placed  at  a  little  dis¬ 
tance,  at  the  closest  point  where  there 
is  available  space,  and  connected  by 
lines  with  the  parts  to  which  they 
refer.  They  should  not  be  placed  upon 
hatched  or  shaded  surfaces  but  when 
necessary,  a  blank  space  may  be  left  in 
the  hatching  or  shading  where  the 
character  occurs  so  that  it  shall 
appear  perfectly  distinct  and  separate 
from  the  work.  The  same  part  of  an 
invention  appearing  in  more  than  one 
view  of  the  drawing  must  always  be 
designated  by  the  same  character,  and 
the  same  character  must  never  be  used 
to  designate  different  parts.  Reference 
signs  not  mentioned  in  the  description 
shall  appear  in  the  drawing,  and  vice 
versa. 

•  •  •  •  • 

(i)  Views.  The  drawing  must  contain 
as  many  figures  as  may  be  necessary 
to  show  the  invention;  the  figures 
should  be  consecutively  numbered  if 
possible  in  the  order  in  which  they 
appear.  The  figures  may  be  plain,  ele¬ 
vation,  section,  or  prospective  views, 
and  detail  views  of  portions  of  ele¬ 
ments,  on  &  larger  scale  if  necessary, 
may  also  be  used.  Exploded  views, 
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wi';h  the  separated  parts  of  the  same 
figure  embraced  by  a  bracket,  to  show 
the  relationship  or  order  of  assembly 
of  various  parts  are  permissible.  When 
necessary,  a  view  of  a  large  machine  or 
device  in  its  entiretly  may  be  broken 
and  extended  over  several  sheets  if 
there  is  no  loss  in  facility  of  under¬ 
standing  the  view.  Where  figures  on 
two  or  more  sheets  form  in  effect  a 
single  complete  figure,  the  figures  on 
the  several  sheets  should  be  so  ar¬ 
ranged  that  the  complete  figure  can 
be  understood  by  laying  the  drawing 
sheets  adjacent  to  one  another.  The 
arrangement  should  be  such  that  no 
part  of  any  of  the  figures  appearing 
on  the  various  sheets  are  concealed 
and  that  the  complete  figure  can  be 
understood  even  though  spaces  will 
occur  in  the  complete  figure  because 
of  the  margins  on  the  drawing  sheets. 
The  plane  upon  which  a  sectional  view 
is  taken  should  be  indicated  on  the 
general  view  by  a  broken  line,  the  ends 
v  of  which  should  be  designated  by  nu¬ 
merals  corresponding  to  the  figure 
number  of  the  sectional  view  and  have 
arrows  applied  to  indicate  the  direc¬ 
tion  in  which  the  view  is  taken.  A 
moved  position  may  be  shown  by  a 
broken  line  superimposed  upon  a  suit¬ 
able  figure  if  this  can  be  done  without 
crowding,  otherwise  a  separate  figure 
must  be  used  for  this  purpose.  Modi¬ 
fied  forms  of  construction  can  only  be 
shown  in  separate  figures.  Views 
should  not  be  connected  by  projection 
lines  nor  should  center  lines  be  used. 

(j)  Arrangement  of  views.  All  views 
on  the  same  sheet  should  stand  in  the 
same  direction  and,  if  possible,  stand 
so  that  they  can  be  read  with  the 
sheet  held  in  an  upright  position.  If 
views  longer  than  the  width  of  the 
sheet  are  necessary  for  the  clearest  il¬ 
lustration  of  the  invention,  the  sheet 
may  be  turned  on  its  side  so  that  the 
top  of  the  sheet  with  the  appropriate 
top  margin  is  on  the  right-hand  side. 
One  figure  must  not  be  placed  upon 
another  or  within  the  outline  of  an¬ 
other. 

•  •  •  •  • 

(1)  Extraneous  matter.  Identifying 
indicia  (such  as  the  attorney’s  docket 
number,  inventor’s  name,  number  of 
sheets,  etc.)  not  to  exceed  2 */*  inches 
(7.0  cm.)  in  width  may  be  placed  in  a 
centered  location  between  the  side 
edges  within  three-fourths  inch  (19.1 
mm.)  of  the  top  edge.  Authorized  secu¬ 
rity  markings  may  be  placed  on  the 
drawings  provided  they  are  outside 
the  illustrations  and  are  removed 
when  the  material  is  declassified. 
Other  extraneous  matter  will  not  be 
permitted  upon  the  face  of  a  drawing. 

•  •  •  *  • 

22.  By  adding  new  paragraphs  (c) 
and  (d)  to  9  1.104  to  read  as  follows: 


§  1.104  Nature  of  examination;  examiner’s 
action. 

•  •  •  •  » 

(C)  An  international-type  search  will 
be  made  in  all  national  applications 
filed  on  and  after  June  1, 1978. 

(d)  Any  national  application  may 
also  have  an  international-type  search 
report  prepared  thereon  at  the  time  of 
the  national  examination  on  the 
merits,  upon  specific  written  request 
therefor  and  payment  of  the  interna¬ 
tional-type  search  report  fee.  See 
§  1.21(w)  for  amount  of  fee  for  prepa¬ 
ration  of  international-type  search 
report. 

Note.— The  Patent  and  Trademark  Office 
does  not  require  that  a  formal  report  of  an 
international-type  search  be  prepared  in 
order  to  obtain  a  search  fee  refund  in  a 
later  filed  international  application. 

23.  By  revising  §  1.141  to  read  as  fol¬ 
lows: 

§  1.141  Different  inventions  in  one  appli¬ 
cation. 

(a)  Two  or  more  independent  and 
distinct  inventions,  that  is,  inventions 
which  do  not  form  a  single  general  in¬ 
ventive  concept,  may  not  be  claimed  in 
one  application,  except  that  more 
than  one  species  of  an  invention,  not 
to  exceed  a  reasonable  number,  may 
be  specifically  claimed  in  different 
claims  in  one  application,  provided  the 
application  also  includes  an  allowable 
claim  generic  to  all  the  claimed  species 
and  all  the  claims  to  species  in  excess 
of  one  are  written  in  dependent  form 
(§  1.75)  or  otherwise  include  all  the 
limitations  of  the  generic  claim. 

(b)  A  group  of  claims  of  different 
categories  in  an  application  so  linked 
as  to  form  a  single  inventive  concept 
are  considered  to  be  one  invention.  In 
particular  any  of  the  following  group¬ 
ings  of  claims  of  different  categories 
may  be  included  in  the  same  applica¬ 
tion: 

(1)  in  addition  to  a  claim  for  a  given 
product, 

(1)  a  claim  for  one  process  specially 
adapted  for  the  manufacture  of  the 
said  product,  as  where  the  process  of 
making  as  claimed  cannot  be  used  to 
make  other  and  materially  different 
products; 

(ii)  a  claim  for  one  use  of  the  said 
product,  as  where  said  use  as  claimed 
cannot,  be  practiced  with  another  ma¬ 
terially  different  product;  or 

(iii)  both  (i)  and  (ii); 

(2)  in  addition  to  a  claim  for  a  given 
process,  a  claim  for  one  apparatus  or 
means  specifically  designed  for  carry¬ 
ing  out  of  the  said  process,  that  is,  it 
cannot  be  used  to  practice  another  ma¬ 
terially  different  process. 

(c)  If  the  situation  of  paragraph 
(b)(1)  of  this  section  exists  where 
claims  to  all  three  categories,  product, 
process  and  use,  are  included,  and  the 


product  claims  are  not  allowable,  the 
use  and  process  claims  are  not  sc 
linked  as  to  form  a  single  general  in¬ 
ventive  concept.  Where  the  process 
and  use  claims  are  not  so  joined  by  an 
allowable  linking  product  claim,  the 
applicant  will  be  required  to  elect 
either  the  use  or  the  process  for  pros 
ecution  with  the  product  claim. 

24.  By  revising  §  1.146  to  read  as  fol¬ 
lows: 

§  1.146  Election  of  species. 

In  the  first  action  on  an  application 
containing  a  generic  claim  and  claims 
restricted  separately  to  each  of  more 
than  one  species  embraced  thereby, 
the  examiner  may  require  the  appli¬ 
cant  in  his  response  to  that  action  to 
elect  that  species  of  his  or  her  inven¬ 
tion  to  which  his  or  her  claim  shall  be 
restricted  if  no  generic  claim  is  held  al¬ 
lowable.  However,  if  such  application 
contains  claims  directed  to  more  than 
a  reasonable  number  of  species,  the 
examiner  may  require  restriction  of 
the  claims  to  not  more  than  a  reason¬ 
able  number  of  species  before  taking 
further  action  in  the  case. 

25.  By  adding  a  new  §  1.318  to  read 
as  follows: 

§  1.318  Notification  of  national  publica¬ 
tion  of  a  patent  based  on  an  interna¬ 
tional  application. 

The  Office  will  notify  the  Interna¬ 
tional  Bureau  when  a  patent  is  issued 
on  an  application  filed  under  35  U.S.C. 
371,  and  there  has  been  no  previous  in¬ 
ternational  publication. 

26.  By  revising  paragraphs  (a)  and 
(c)  of  §  1.331  to  read  as  follows: 

§  1.331  Recording  of  assignments. 

(a)  Assignments,  including  grants 
and  conveyances,  of  patents,  national 
applications,  or  international  applica¬ 
tions  which  designate  the  United 
States  of  America,  will  be  recorded  in 
the  Patent  and  Trademark  Office 
under  35  U.S.C.  261.  Other  instru¬ 
ments  affecting  title  to  a  patent,  a  na¬ 
tional  application,  or  an  international 
application  which  designates  the 
United  States  of  America,  and  licenses, 
even  though  the  recording  thereof 
may  not  serve  as  constructive  notice 
under  35  U.S.C.  261,  will  be  recorded 
as  provided  in  this  section  or  at  the 
discretion  of  the  Commissioner. 

•  •  *  •  * 

(c)  An  instrument  relating  to  a 
patent  should  identify  the  patent  by 
number  and  date  (the  name  of  the  in¬ 
ventor  and  title  of  the  invention  as 
stated  in  the  patent  should  also  be 
given);  an  instrument  relating  to  a  na¬ 
tional  application,  or  an  international 
application  which  designates  the 
United  States  of  America  should  iden¬ 
tify  the  application  by  serial  number 
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or  international  application  number 
and  date  of  filing  (the  name  of  the  in¬ 
ventor  and  title  of  the  invention  as 
stated  in  the  application  should  also 
be  given),  but  if  an  assignment  is  ex¬ 
ecuted  concurrently  with  or  subse¬ 
quent  to  the  execution  of  the  applica¬ 
tion  but  before  the  application  is  filed 
or  before  its  serial  number  or  interna¬ 
tional  application  number  and  filing 
date  are  ascertained,  it  should  ade¬ 
quately  identify  the  application,  as  by 
its  date  of  execution  and  name  of  the 
inventor  and  title  of  the  invention;  so 
that  there  can  be  no  mistake  as  to  the 
patent  or  application  intended. 

Subpart  C — International  Processing 
Provisions 

27.  By  adding  a  new  §  1.401  to  read 
as  follows: 

§  1.401  Definitions  of  terms  under  the 
Patent  Cooperation  Treaty. 

(a)  The  abbreviation  “PCT”  and  the 
term  “Treaty”  mean  the  Patent  Coop¬ 
eration  Treaty. 

<b)  “International  Bureau”  means 
the  World  Intellectual  Property  Orga¬ 
nization  located  in  Geneva,  Switzer¬ 
land. 

(c)  “Administrative  Instructions” 
means  that  body  of  instructions  for 
operating  under  the  Patent  Coopera¬ 
tion  Treaty  referred  to  in  PCT  Rule 
89. 

(d)  "Request”,  when  capitalized, 
means  that  element  of  the  interna¬ 
tional  application  described  in  PCT 
Rules  3  and  4. 

(e)  “International  application”,  as 
used  in  this  Subchapter  is  defined  in 
§  1.9(b). 

(f)  “Priority  date”  for  the  purpose  of 
computing  time  limits  under  the 
Patent  Cooperation  Treaty  is  defined 
in  PCT  Art.  2  (xi).  Note  also  §  1.465. 

(g)  Other  terms  and  expressions  in 
this  Subpart  C  not  defined  in  this  sec¬ 
tion  are  to  be  taken  in  the  sense  indi¬ 
cated  in  PCT  Art.  2  and  35  U.S.C.  351. 

28.  By  adding  a  new  §  1.412  to  read 
as  follows: 

§  1.412  The  United  States  Receiving 
Office. 

(a)  The  United  States  Patent  and 
Trademark  Office  is  a  Receiving 
Office  only  for  applicants  who  are 
residents  or  nationals  of  the  United 
States  of  America. 

(b)  The  Patent  and  Trademark 
Office,  when  acting  as  a  Receiving 
Office,  will  be  identified  by  the  full 
title  “United  States  Receiving  Office” 
or  by  the  abbreviation  “RO/US.” 

(c)  The  major  functions  of  the  Re¬ 
ceiving  Office  include: 

(1)  According  of  international  filing 
dates  to  international  applications 
meeting  the  requirements  of  PCT  Art. 
11(1),  and  PCT  Rule  20; 

(2)  Assuring  that  international  appli¬ 
cations  meet  the  standards  for  format 
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and  content  of  PCT  Art.  14(1),  PCT 
Rule  9,  26,  29.1,  37,  38,  91,  and  portions 
of  PCT  Rules  3  through  11; 

(3)  Collecting  and,  when  required, 
transmitting  fees  due  for  processing 
international  applications  (PCT  Rule 
14. 15,  16); 

(4)  Transmitting  the  record  and 
search  copies  to  the  International 
Bureau  and  International  Searching 
Authority,  respectively  (PCT  Rules  22 
and  23 );  and 

(5)  Determining  compliance  with  ap¬ 
plicable  requirements  of  Part  5  of  this 
chapter. 

29.  By  adding  a  new  §  1.413  to  read 
as  follows: 

§  1.413  The  United  States  International 
Searching  Authority. 

(a)  Pursuant  to  appointment  by  the 
Assembly,  the  United  States  Patent 
and  Trademark  Office  will  act  as  an 
International  Searching  Authority  for 
international  applications  filed  in  the 
United  States  Receiving  Office  and  in 
other  Receiving  Offices  as  may  be 
agreed  upon  by  the  Commissioner,  in 
accordance  with  agreement  between 
the  Patent  and  Trademark  Office  and 
the  International  Bureau  (PCT  Art. 
16(3)(b)). 

(b)  The  Patent  and  Trademark 
Office,  when  acting  as  an  Internation¬ 
al  Searching  Authority,  will  be  identi¬ 
fied  by  the  full  title  "United  States  In¬ 
ternational  Searching  Authority”  or 
by  the  abbreviation  “ISA/US.” 

(c)  The  major  functions  of  the  Inter¬ 
national  Searching  Authority  include: 

(1)  Approving  or  establishing  the 
title  and  abstract; 

(2)  Considering  the  matter  of  unity 
of  invention; 

(3)  Conducting  international  and  in¬ 
ternational-type  searches  and  prepar¬ 
ing  international  and  international- 
type  search  reports  (PCT  Art.  15,  17 
and  18,  and  PCT  Rules  25,  33  to  45  and 
47);  and 

(4)  Transmitting  the  international 
search  report  to  the  applicant  and  the 
International  Bureau. 

30.  By  adding  a  new  §  1.414  to  read 
as  follows: 

1 1.414  The  United  States  Designated 
Office. 

(a)  The  United  States  Patent  and 
Trademark  Office  will  act  as  a  Desig¬ 
nated  Office  for  international  applica¬ 
tions  in  which  the  United  States  of 
America  has  been  designated  as  a 
State  in  which  patent  protection  is  de¬ 
sired. 

(b)  The  Patent  and  Trademark 
Office,  when  acting  as  a  Designated 
Office  during  international  processing 
will  be  identified  by  the  full  title 
“United  States  Designated  Office”  or 
by  the  abbreviation  “DO/US.” 

(c)  The  major  functions  of  the 
United  States  Designated  Office  in  re¬ 


spect  to  international  applications  in 
which  the  United  States  of  America 
has  been  designated,  include: 

(1)  Receiving  various  notifications 
throughout  the  international  stage; 

(2)  Accepting  for  regular  national 
patentability  examination  internation¬ 
al  applications  which  satisfy  the  re¬ 
quirements  of  35  U.S.C.  371;  and 

(3)  Conducting  reviews  under  PCT 
Article  25  for  those  international  ap¬ 
plications  declared  withdrawn. 

31.  By  adding  a  new  §  1.415  to  read 
as  follows: 

§  1.415  The  International  Bureau. 

(a)  The  International  Bureau  is  the 
World  Intellectual  Property  Organiza¬ 
tion  located  at  Geneva,  Switzerland.  It 
is  the  international  intergovernmental 
organization  which  acts  as  the  coordi¬ 
nating  body  under  the  Treaty  and  the 
Regulations  (PCT  Art.  2  (xix)  and  35 
U.S.C.  351  (h)). 

(b)  The  major  functions  of  the  Inter¬ 
national  Bureau  include: 

(1)  Publishing  of  international  appli¬ 
cations  and  the  International  Gazette; 

(2)  Transmitting  copies  of  interna¬ 
tional  applications  to  Designated  Of¬ 
fices; 

(3)  Storing  and  maintaining  record 
oopies;  and 

(4)  Transmitting  information  to  au¬ 
thorities  pertinent  to  the  processing  of 
specific  international  applications 

32.  By  adding  a  new  §  1.421  to  read 
as  follows: 

§  1.421  Applicant  for  international  appli¬ 
cation. 

(a)  Only  residents  or  nationals  of 
the  United  States  of  America  may  file 
international  applications  in  the 
United  States  Receiving  Office. 

(b)  Although  the  United  States  Re¬ 
ceiving  Office  will  accept  international 
applications  filed  by  any  resident  or 
national  of  the  United  States  of  Amer¬ 
ica  for  international  processing,  an  in¬ 
ternational  application  designating 
the  United  States  of  America  will  be 
accepted  by  the  Patent  and  Trade¬ 
mark  Office  for  the  national  stage 
only  if  filed  by  the  inventor  or  as  pro¬ 
vided  in  §§  1.422,  1.423  or  1.425. 

(c)  International  applications  which 
do  not  designate  the  United  States  of 
America  may  be  filed  by  the  assignee 
or  owner. 

(d)  The  attorney  or  agent  of  the  ap¬ 
plicant  may  sign  the  international  ap¬ 
plication  Request  and  file  the  interna¬ 
tional  application  for  the  applicant  if 
the  international  application  when 
filed  is  accompanied  by  a  separate 
power  of  attorney  to  that  attorney  or 
agent  from  the  applicant.  The  sepa¬ 
rate  power  of  attorney  from  the  appli¬ 
cant  may  be  submitted  after  filing  if 
sufficient  cause  is  shown  for  not  sub¬ 
mitting  it  at  the  time  of  filing.  Note 
that  paragraph  (b)  of  this  section  re- 
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quires  that  the  applicant  be  the  inven¬ 
tor  if  the  United  States  of  America  is 
.  designated. 

(e)  Any  indication  of  different  appli¬ 
cants  for  the  purpose  of  different  Des¬ 
ignated  Offices  must  be  shown  on  the 
Request  portion  of  the  international 
application. 

(f)  Changes  in  the  person,  name,  or 
address  of  the  applicant  of  an  interna¬ 
tional  application  shall  be  made  in  ac¬ 
cordance  with  PCT  Rule  18.5. 

33.  By  adding  a  new  §  1.422  to  read 
as  follows: 

§  1.422  When  the  inventor  is  dead. 

In  case  of  the  death  of  the  inventor, 
the  legal  representative  (executor,  ad¬ 
ministrator,  etc.)  of  the  deceased  in¬ 
ventor  may  file  an  international  appli¬ 
cation  which  designates  the  United 
States  of  America. 

34.  By  adding  a  new  §  1.423  to  read 
as  follows: 

§  1.423  When  the  inventor  is  insane  or  le¬ 
gally  incapacitated. 

In  case  an  inventor  is  insane  or  oth¬ 
erwise  legally  incapacitated,  the  legal 
representative  (guardian,  conservator, 
etc.)  of  such  inventor  may  file  an  in¬ 
ternational  application  which  desig¬ 
nates  the  United  States  of  America. 

35.  By  adding  a  new  §  1.424  to  read 
as  follows: 

§  1.424  Joint  inventors. 

Joint  inventors  must  jointly  file  an 
international  application  which  desig¬ 
nates  the  United  States  of  America; 
the  signature  of  either  of  them  alone, 
or  less  than  the  entire  number  will  be 
insufficient  for  an  invention  invented 
by  them  jointly,  except  as  provided  in 
§  1.425. 

36.  By  adding  a  new  §  1.425  to  read 
as  follows: 

§  1.425  Filing  by  other  than  inventor. 

(a)  If  a  joint  inventor  refuses  to  join 
in  an  international  application  which 
designates  the  United  States  of  Amer¬ 
ica  or  cannot  be  found  or  reached 
after  diligent  effort,  the  international 
application  which  designates  the 
United  States  of  America  may  be  filed 
by  the  other  inventor  on  behalf  of 
himself  or  herself  and  the  omitted  in¬ 
ventor.  Such  an  international  applica¬ 
tion  which  designates  the  United 
States  of  America  must  be  accompa¬ 
nied  by  proof  of  the  pertinent  facts 
and  must  state  the  last  known  address 
of  the  omitted  inventor.  The  Patent 
and  Trademark  Office  shall  forward 
notice  of  the  filing  of  the  internation¬ 
al  application  to  the  omitted  inventor 
at  said  address. 

(b)  Whenever  an  inventor  refuses  to 
execute  an  international  application 
which  designates  the  United  States  of 
America,  or  cannot  be  found  or 


reached  after  diligent  effort,  a  person 
to  whom  the  inventor  has  assigned  or 
agreed  in  writing  to  assign  the  inven¬ 
tion  or  who  otherwise  shows  sufficient 
proprietary  interest  in  the  matter  jus¬ 
tifying  such  action  may  file  the  inter¬ 
national  application  on  behalf  of  and 
as  agent  for  the  inventor.  Such  an  in¬ 
ternational  application  which  desig¬ 
nates  the  United  States  of  America, 
must  be  accompanied  by  proof  of  the 
pertinent  facts  and  a  showing  that 
such  action  is  necessary  to  preserve 
the  rights  of  the  parties  or  to  prevent 
irreparable  damage,  and  must  state 
the  last  known  address  of  the  inven¬ 
tor.  The  assignment,  written  agree¬ 
ment  to  assign  or  other  evidence  of 
proprietary  interest,  or  a  verified  copy 
thereof,  must  be  filed  in  the  Patent 
and  Trademark  Office.  The  Office 
shall  forward  notice  of  the  filing  of 
the  application  to  the  inventor  at  the 
address  stated  in  the  application. 

37.  By  adding  a  new  §  1.431  to  read 
as  follows: 

§  1.431  International  application  require¬ 
ments. 

(a)  An  international  application 
shall  contain,  as  specified  in  the 
Treaty  and  the  Regulations,  a  Re¬ 
quest,  a  description,  one  or  more 
claims,  an  abstract,  and  one  or  more 
drawings  (where  required).  (PCT  Art. 
3(2)  and  Section  207  of  the  Adminis¬ 
trative  Instructions.) 

(b)  An  international  filing  date  will 
be  accorded  by  the  United  States  Re¬ 
ceiving  Office,  at  the  time  of  receipt  of 
the  international  application,  provided 
that: 

(1)  The  applicant  is  a  United  States 
resident  or  national  (35  U.S.C.  361(a), 
PCT  Art.  11(1  Hi)). 

(2)  The  international  application  is 
in  the  English  language  (35  U.S.C. 
361(c),  PCT  Art.  11(1X10). 

(3)  The  international  application 
contains  at  least  the  following  ele¬ 
ments  (PCT  Art.  ll(lXiii)): 

(i)  an  indication  that  it  is  intended 
as  an  international  application  (PCT 
Rule  4.2); 

(ii)  the  designation  of  at  least  one 
Contracting  State  of  the  International 
Patent  Cooperation  Union; 

(iii)  the  name  of  the  applicant,  as 
prescribed  (note  §  1.422); 

(iv)  a  part  which  on  the  face  of  it  ap¬ 
pears  to  be  a  description;  and 

(v)  a  part  which  on  the  face  of  it  ap¬ 
pears  to  be  a  claim. 

(c)  Payment  of  the  basic  portion  of 
the  international  fee  (PCT  Rule  15.2) 
and  the  transmittal  and  search  fees 
(§  1.445)  shall  be  made  in  full  at  the 
time  the  international  application 
papers  required  by  paragraph  (b)  of 
this  section  are  deposited.  Failure  to 
make  full  payment  on  the  same  date 
as  the  deposit  of  the  international  ap¬ 
plication  papers  required  by  subpara¬ 
graph  (b)  of  this  section  will  result  in 


the  international  application  being 
considered  withdrawn  (PCT  Art. 
14(3)(a)). 

38.  By  adding  a  new  §  1.432  to  read 
as  follows: 

§  1.432  Designation  of  States  and  payment 
of  designation  fees. 

(a)  The  names  of  Designated  States 
shall  appear  in  the  Request  upon 
filing  and  must  be  indicated  as  set 
forth  in  Section  201  of  the  Administra¬ 
tive  Instructions. 

(b)  The  designation  fees  may  be  paid 
upon  filing  of  the  international  appli¬ 
cation,  but  must  be  paid  at  the  latest 
before  the  expiration  of  one  year  from 
the  priority  date  (PCT  Rule  15.4(b)). 
Failure  to  timely  pay  the  designation 
fee  for  a  particular  Designated  State 
will  result  in  the  withdrawal  of  that 
designation  (PCT  Art.  14(3 Kb)).  Fail¬ 
ure  to  timely  pay  at  least  one  designa¬ 
tion  fee  will  result  in  the  withdrawal 
of  the  international  application  (PCT 
Art.  14(3)(a)). 

39.  By  adding  a  new  §  1.433  to  read 
as  follows: 

§  1.433  Physical  requirements  of  interna¬ 
tional  application. 

(a)  The  international  application 
and  each  of  the  documents  that  may 
be  referred  to  in  the  check  list  of  the 
Request  (PCT  Rule  3.3(a)(ii))  shall  be 
filed  in  one  copy  only. 

(b)  Ail  sheets  of  the  international 
application  must  be  on  A4  size  paper 
(21.0  x  29.7  cm.). 

(c)  Other  physical  requirements  for 
international  applications  are  set 
forth  in  PCT  Rule  11  and  Sections 
201-207  of  the  Administrative  Instruc¬ 
tions. 

40.  By  adding  a  new  §  1.434  to  read 
as  follows: 

§  1.434  The  request. 

(a)  The  request  shall  be  made  on  a 
standardized  printed  form  (PCT  Rules 
3  and  4).  Copies  of  such  printed  Re¬ 
quest  forms  are  available  from  the 
Patent  and  Trademark  Office.  Letters 
requesting  such  forms  should  be 
marked  “Box  PCT.” 

(b)  The  Check  List  portion  of  the 
Request  form  should  indicate  each 
document  accompanying  the  interna¬ 
tional  application  on  filing. 

(c)  All  information,  for  example,  ad¬ 
dresses,  names  of  States  and  dates, 
shall  be  indicated  in  the  Request  as  re¬ 
quired  by  PCT  Rule  4  and  Administra¬ 
tive  Instructions  110  and  201. 

(d)  International  applications  which 
designate  the  United  States  of  Amer¬ 
ica  shall  include: 

(1)  The  name,  address  and  signature 
of  the  inventor,  except  as  provided  by 
§§  1.421(d),  1.422,  1.423  and  1.425; 

(2)  A  reference  to  any  copending  na¬ 
tional  application  or  international  ap- 
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plication  designating  the  United 
States  of  America,  if  the  benefit  of  the 
filing  date  for  the  prior  copending  ap¬ 
plication  is  to  be  claimed. 

41.  By  adding  a  new  §  1.435  to  read 
as  follows: 

§  1.435  The  description. 

(a)  Requirements  as  to  the  content 
and  form  of  the  description  are  set 
forth  in  PCT  Rules  5,  9,  10  and  11  and 
Administrative  Instruction  204,  and 
shall  be  adhered  to. 

(b)  In  international  applications  des¬ 
ignating  the  United  States  the  descrip¬ 
tion  must  contain  upon  filing  an  indi¬ 
cation  of  the  best  mode  contemplated 
by  the  inventor  for  carrying  out  the 
claimed  invention. 

42.  By  adding  a  new  §  1.436  to  read 
as  follow’s: 

§  1.436  The  claims. 

The  requirements  as  to  the  content 
and  format  of  claims  are  set  forth  in 
PCT  Art.  6  and  PCT  Rules  6,  9,  10  and 
11  and  shall  be  adhered  to.  The 
number  of  the  claims  shall  be  reason¬ 
able,  considering  the  nature  of  the  in¬ 
vention  claimed. 

43.  By  adding  a  new  §  1.437  to  read 
as  follows: 

$  1.437  The  drawings. 

(a)  Subject  to  paragraph  (b)  of  this 
section,  when  drawings  are  necessary 
for  the  understanding  of  the  inven¬ 
tion,  or  are  mentioned  in  the  descrip¬ 
tion,  they  must  be  part  of  an  interna¬ 
tional  application  as  originally  filed  in 
the  United  States  Receiving  Office  in 
order  to  maintain  the  international 
filing  date  during  the  national  stage 
(PCT  Art.  7). 

(b)  Drawings  missing  from  the  appli¬ 
cation  upon  filing  will  be  accepted  if 
such  drawings  are  received  within  30 
days  of  the  date  of  first  receipt  of  the 
incomplete  papers.  If  the  missing 
drawings  are  received  within  the  30- 
day  period,  the  international  filing 
date  shall  be  the  date  on  which  such 
drawings  are  received.  If  such  draw¬ 
ings  are  not  timely  received,  all  refer¬ 
ences  to  drawings  in  the  international 
application  shall  be  considered  non-ex¬ 
istent  (PCT  Art.  14(2),  Administrative 
Instruction  310). 

(c)  The  physical  requirements  for 
drawings  are  set  forth  in  PCT  Rule  11 
and  shall  be  adhered  to. 

44.  By  adding  a  new  §  1.438  to  read 
as  follows: 

§  1.438  The  abstract. 

(a)  Requirements  as  to  the  content 
and  form  of  the  abstract  are  set  forth 
in  PCT  Rule  8,  and  shall  be  adhered 
to. 

(b)  Lack  of  an  abstract  upon  filing  of 
an  international  application  will  not 
affect  the  granting  of  a  filing  date. 


However,  failure  to  furnish  an  ab¬ 
stract  within  one  month  from  the  date 
of  the  notification  by  the  Receiving 
Office  will  result  in  the  international 
appplication  being  declared  with¬ 
drawal. 

45.  By  adding  a  new  §  1.445  to  read 
as  follows: 

§  1.445  International  application  filing 
and  processing  fees. 

(a)  The  following  fees  and  charges 
are  established  by  the  Patent  and 
Trademark  Office  under  the  authority 
of  35  U.S.C.  376: 

(1) A  transmittal  fee  (see  35  U.S.C. 
361(d)  and  PCT  Rule  14)— $35.00. 

(2)  A  search  fee  (see  35  U.S.C.  361(d) 
and  PCT  Rule  16)— $300.00. 

(3)  A  supplemental  search  fee  when 
required  (see  PCT  Art.  17(3 )(a)  and 
PCT  Rule  40.2)— $200.00  per  addition¬ 
al  invention. 

(4)  The  national  fee,  that  is,  the 
amount  set  forth  as  the  filing  fee 
under  35  U.S.C.  41(a)(1). 

(5)  A  special  fee  when  required  (see 
35  U.S.C.  372(0 >-$10.00  per  claim. 

(b)  The  basic  fee  and  designation  fee 
portions  of  the  international  fee  shall 
be  as  prescribed  in  PCT  Rule  15. 

46.  By  adding  a  new  §  1.446  to  read 
as  follows: 

§  1.446  Refund  of  international  applica¬ 
tion  filing  and  processing  fees. 

(a)  Money  paid  for  international  ap¬ 
plication  fees,  where  paid  by  actual 
mistake  or  in  excess,  such  as  a  pay¬ 
ment  not  required  by  law  or  Treaty 
and  its  Regulations,  will  be  refunded. 

(b)  Refunds  of  a  portion  of  the 
search  fee  may  be  made  if  the  interna¬ 
tional  search  report  is  wholly  or  partly 
based  on  an  earlier  international  or  in¬ 
ternational-type  search  (PCT  Rules  16 
and  41).  The  amount  of  the  refund 
will  be  as  determined  by  the  examiner 
according  to  the  value  of  the  prior  in¬ 
ternational-type  search  or  internation¬ 
al  search  as  90%,  45%  or  0%  of  the  in¬ 
ternational  search  fee.  If  the  amount 
of  the  refund  is  not  a  multiple  of 
$5.00,  it  will  be  rounded  to  the  next 
higher  multiple  of  $5.00.  See  §  1.26  for 
refund  of  a  portion  of  the  internation¬ 
al  search  fee  during  subsequent  na¬ 
tional  examination  of  the  application. 

(c)  Refund  of  the  supplemental 
search  fees  will  be  made  if  such  refund 
is  determined  to  be  warranted  by  the 
Commissioner  or  the  Commissioner’s 
designee  acting  under  PCT  Rule 
40.2(c). 

(d)  The  international  and  search 
fees  will  be  refunded  if  no  internation¬ 
al  filing  date  is  accorded  (PCT  Rules 
15.6  and  16.2). 

47.  By  adding  a  new  §  1.451  to  read 
as  follows: 


§  1.451  The  priority  claim  and  priority 
document  in  an  international  applica¬ 
tion. 

(a)  The  claim  for  priority  must  be 
made  on  the  Request  (PCT  Rule  4.10) 
in  a  manner  complying  with  Section 
110  and  201  of  the  Administrative 
Instructions. 

(b)  Whenever  the  priority  of  an  ear¬ 
lier  United  States  national  application 
is  claimed  in  an  international  applica¬ 
tion,  the  applicant  may  request  in  a 
letter  of  transmittal  accompanying 
the  international  application  upon 
filing  with  the  United  States  Receiv¬ 
ing  Office,  that  the  Patent  and  Trade¬ 
mark  Office  prepare  a  certified  copy 
of  the  national  application  for  trans¬ 
mittal  to  the  International  Bureau 
(PCT  Art.  8  and  PCT  Rule  17).  The 
fee  for  preparing  a  certified  copy  is 
stated  in  §  1.21(b)  and  35  U.S.C.  41(11). 

(c)  If  a  certified  copy  of  the  priority 
document  is  not  submitted  together 
with  the  international  application  on 
filing,  or,  if  the  priority  application 
was  filed  in  the  United  States  and  a  re¬ 
quest  and  appropriate  payment  for 
preparation  of  such  a  certified  copy  do 
not  accompany  the  international  ap¬ 
plication  on  filing,  the  certified  copy 
of  the  priority  document  must  be 
transmitted  directly  by  the  applicant 
to  the  International  Bureau  within 
the  time  limit  specified  in  PCT  Rule 
17.1(a). 

48.  By  adding  a  new  $  1.455  to  read 
as  follows: 

§  1.455  Representation  in  international 
applications. 

(a)  Applicants  of  international  appli¬ 
cations  may  be  represented  by  attor¬ 
neys  or  agents  licensed  to  practice 
before  the  Patent  and  Trademark 
Office  or  by  a  common  representative 
(PCT  Art.  49,  Rules  4.8  and  90  and 
§1.341). 

(b)  Appointment  of  an  agent,  attor¬ 
ney  or  common  representative  (PCT 
Rule  4.8)  must  be  effected  either  in 
the  Request  form,  signed  by  all  appli¬ 
cants,  or  in  a  separate  power  of  attor¬ 
ney  submitted  either  to  the  United 
States  Receiving  Office  or  to  the  In¬ 
ternational  Bureau. 

(c)  Powers  of  attorney  and  revoca¬ 
tions  thereof  should  be  submitted  to 
the  United  States  Receiving  Office 
until  the  issuance  of  the  International 
search  report. 

(d)  The  addressee  for  correspon¬ 
dence  will  be  as  indicated  in  Section 
108  of  the  Administrative  Instructions. 

49.  By  adding  a  new  §  1.461  to  read 
as  follows: 

§  1.461  Procedures  for  transmittal  of 
record  copy  to  the  International 
Bureau. 

(a)  Transmittal  of  the  record  copy  of 
the  international  application  to  the 
International  Bureau  shall  be  made,  at 
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the  option  of  the  applicant,  either  by 
the  United  States  Receiving  Office  or 
by  the  applicant.  Subject  to  paragraph 

(b)  of  this  section,  any  applicant  who 
chooses  to  make  such  transmittal  per¬ 
sonally  shall  notify  the  United  States 
Receiving  Office  to  that  effect  in  writ¬ 
ing,  by  way  of  a  notice  filed  together 
with  the  international  application. 
Such  notice  shall  also  state  whether 
the  applicant  wishes  to  collect  the 
record  copy  at  the  United  States  Re¬ 
ceiving  Office  or  to  have  the  record 
copy  mailed  directly  to  him.  The 
record  copy  of  an  international  appli¬ 
cation  which  was  filed  without  being 
accompanied  by  such  notice  will  be 
transmitted  to  the  International 
Bureau  by  the  United  States  Receiv¬ 
ing  Office  (PTC  Rule  22). 

(b)  An  applicant  may  transmit  the 
record  copy  to  the  International 
Bureau  as  privided  in  PCT  Rule  22.2 
only  if  the  international  application  is 
filed  with  the  United  States  Receiving 
Office  before  the  expiration  of  11 
months  from  the  priority  date. 

(c)  No  copy  of  an  international  ap¬ 
plication  may  be  transmitted  to  the 
International  Bureau,  a  foreign  Desig¬ 
nated  Office,  or  other  foreign  authori¬ 
ty  by  the  United  States  Receiving 
Office  or  the  applicant,  unless  the  ap¬ 
plicable  requirements  of  Part  5  of  this 
chapter  have  been  satisfied. 

50.  By  adding  a  new  §  1.465  to  read 
as  follows: 

§  1.465  Timing  of  application  processing 
based  on  the  priority  date. 

(a)  For  the  purpose  of  computing 
time  limits  under  the  Treaty,  the  pri¬ 
ority  date  shall  be  defined  as  in  PCT 
Art.  2(xi). 

(b)  When  a  claimed  priority  date  is 
cancelled  under  PCT  Rule  4.10(d),  or 
considered  not  to  have  been  made 
under  PCT  Rule  4.10(b),  the  priority 
date  for  the  purposes  of  computing 
time  limits  will  be  the  date  of  the  ear¬ 
liest  valid  remaining  priority  claim  of 
the  international  application,  or  if 
none,  the  international  filing  date. 

(c)  When  corrections  under  PCT 
Art.  11(2),  Art.  14(2)  or  PCT  Rule 
20.2(a)(i)  or  (iii)  are  timely  submitted, 
and  the  date  of  receipt  of  such  correc¬ 
tions  falls  later  than  one  year  from 
the  claimed  priority  date  or  dates,  the 
Receiving  Office  shall  proceed  under 
PCT  Rule  4.10(d). 

51.  By  adding  a  new  §  1.468  to' read 
as  follows: 

§  1.468  Delays  in  meeting  time  limits. 

Delays  in  meeting  time  limits  during 
international  processing  of  interna¬ 
tional  applications  may  only  be  ex¬ 
cused  as  provided  in  PCT  Rule  82.  For 
delays  in  meeting  time  limits  in  a  na¬ 
tional  application,  see  §  1.137. 

52.  By  adding  a  new  §  1.471  to  read 
as  follows: 


§  1.471  Corrections  and  amendments 
during  international  processing. 

(a)  All  corrections  submitted  to  the 
United  States  Receiving  Office  must 
be  in  the  form  of  replacement  sheets 
and  be  accompanied  by  a  letter  that 
draws  attention  to  the  differences  be¬ 
tween  the  replaced  sheets  and  the  re¬ 
placement  sheets,  except  that  the  de¬ 
letion  of  lines  of  text,  the  correction  of 
simple  typographical  errors,  and  one 
addition  or  change  of  not  more  than 
five  words  per  sheet  may  be  stated  in  a 
letter  and  the  United  States  Receiving 
Office  will  make  the  deletion  or  trans¬ 
fer  the  correction  to  the  international 
application,  provided  that  such  correc¬ 
tions  do  not  adversely  affect  the  clar¬ 
ity  and  direct  reproducibility  of  the 
application  (PCT  Rule  26.4). 

(b)  Amendments  of  claims  submitted 
to  the  International  Bureau  shall  be 
as  prescribed  by  PCT  Rule  46. 

53.  By  adding  a  new  §  1.475  to  read 
as  follows: 

§  1.475  Changes  in  person,  name,  or  ad¬ 
dress  of  applicants  and  inventors. 

All  requests  for  a  change  in  person, 
name  or  address  of  applicants  and  in¬ 
ventor  be  sent  to  the  United  States 
Receiving  Office  until  the  time  of  issu¬ 
ance  of  the  international  search 
report.  Thereafter  requests  for  such 
changes  should  be  submitted  to  the 
International  Bureau. 

54.  By  adding  §  1.481  to  read  as  fol¬ 
lows: 

§  1.481  Determination  of  unity  of  inven¬ 
tion  before  the  International  Searching 
Authority. 

(a)  Before  establishing  the  interna¬ 
tional  search  report,  the  International 
Searching  Authority  shall  determine 
whether  the  international  application 
complies  with  the  requirement  of 
unity  of  invention  as  set  forth  in  PCT 
Rule  13  and  as  set  forth  in  §§  1.141  and 
1.146  except  as  modified  below  in  this 
section. 

(b)  If  the  International  Searching 
Authority  considers  that  the  interna¬ 
tional  application  does  not  comply 
with  the  requirement  of  unity  of  in¬ 
vention,  it  shall  inform  the  applicant 
accordingly  and  invite  the  payment  of 
additional  fees  (note  §  1.445  and  PCT 
Art.  17(3 )(a)  and  PCT  Rule  40).  The 
applicant  will  be  given  a  time  period  in 
accordance  with  PCT  Rule  40.3  to  pay 
the  additional  fees  due. 

(c)  In  the  case  of  non-compliance 
with  unity  of  invention  and  where  no 
additional  fees  are  paid,  the  interna¬ 
tional  search  will  be  performed  on  the 
invention  first  mentioned  (“main  in¬ 
vention’’)  in  the  claims. 

(d)  Lack  of  unity  of  invention  may 
be  directly  evident  before  considering 
the  claims  in  relation  to  any  prior  art, 
or  after  taking  the  prior  art  into  con¬ 
sideration.  as  where  a  document  dis¬ 


covered  during  the  search  shows  the 
invention  claimed  in  a  generic  or  link¬ 
ing  claim  lacks  novelty  or  is  clearly  ob¬ 
vious,  leaving  two  or  more  claims 
joined  thereby  without  a  common  in¬ 
ventive  concept.  In  such  a  case  the  In¬ 
ternational  Searching  Authority  may 
raise  the  objection  of  lack  of  unity  of 
invention. 

55.  By  adding  §  1.482  to  read  as  fol¬ 
lows: 

§  1.482  Protest  to  lack  of  unity  of  inven¬ 
tion. 

(a)  If  the  applicant  disagrees  with 
the  holding  of  lack  of  unity  of  inven¬ 
tion  by  the  International  Searching 
Authority,  additional  fees  may  be  paid 
under  protest,  accompanied  by  a  re¬ 
quest  for  refund  and  a  statement  set¬ 
ting  forth  reasons  for  disagreement  or 
why  the  required  additional  fees  are 
considered  excessive,  or  both  (PCT 
Rule  40.2(c)). 

(b)  Protest  under  paragraph  (c)  of 
this  section  will  be  examined  by  the 
Commissioner  or  the  Commissioner's 
designee.  In  the  event  that  the  appli¬ 
cant’s  protest  is  determined  to  be  jus¬ 
tified,  the  additional  fees  or  a  portion 
thereof  will  be  refunded. 

(c)  An  applicant  who  desires  that  a 
copy  of  the  protest  and  the  decision 
thereon  accompany  the  international 
search  report  when  forwarded  to  the 
Designated  Offices,  may  notify  the  In¬ 
ternational  Searching  Authority  to 
that  effect  any  time  prior  to  the  issu¬ 
ance  of  the  international  search 
report.  Thereafter,  such  notification 
should  be  directed  to  the  Internation¬ 
al  Bureau  (PCT  Rule  40.2(c)). 

56.  Ey  adding  a  new  §  3.56  to  read  as 
follows: 

§  3.56  Oath  to  be  Tiled  with  United  States 
Designated  Office  under  35  U.S.C. 
371(cX4). 

As  a  below  named  inventor,  being  duly 
sworn  (or  affirmed),  I  depose  and  say  that: 

My  residence,  post  office  address,  and  citi¬ 
zenship  are  as  stated  below  next  to  my 
name; 

I  verily  believe  I  am  the  original,  first  and* 
sole  inventor  (if  only  one  name  is  listed 
below)  or  a  joint  inventor  (if  plural  inven¬ 
tors  are  named  below)  of  the  invention  enti¬ 
tled: 


described  and  claimed  in  international  ap¬ 
plication  No. - filed - ,  and  as 

amended  on - (if  any),  which  I  have 

reviewed  and  for  which  I  solicit  a  patent; 

I  do  not  know  and  do  not  believe  the  same 
was  ever  known  or  used  in  the  United  States 
of  America  before  my  or  our  invention 
thereof,  or  patented  or  described  in  any 
printed  publication  in  any  country  before 
my  or  our  invention  thereof  or  more  than 
one  year  prior  to  my  international  applica¬ 
tion,  that  the  9ame  was  not  in  public  use  or 
on  sale  in  the  United  States  of  America 
more  than  one  year  prior  to  my  internation¬ 
al  application,  that  the  intention  has  not 
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been  patented  or  made  the  subject  of  an  in¬ 
ventor's  certificate  issued  before  the  date  of 
my  international  application  in  any  country 
foreign  to  the  United  States  of  America  on 
an  application  filed  by  me  or  my  legal  repre¬ 
sentatives  or  assigns  more  than  twelve 
months  prior  to  my  international  applica¬ 
tion,  that  I  acknowledge  my  duty  to  disclose 
Information  of  which  I  am  aware  which  is 
material  to  the  examination  of  this  applica¬ 
tion,  and  that  no  application  for  patent  or 
inventor’s  certificate  on  this  invention  has 
been  filed  in  any  country  foreign  to  the 
United  States  of  America  prior  to  this  appli¬ 
cation  by  me  or  my  legal  representatives  or 
assigns  except  as  follows: 


Full  name  of  sole  or 
first  inventor 
Inventor’s  signature 

Residence 

Citizenship 

Post  office  address 

Full  name  of  second 
joint  inventor, 
if  any 

Seoond  Inventor’s 
signature 

Residence 

Citizenship 

Post  Office  address 


Date 


Date 


(Supply  similar  information  and  signature 
for  third  and  subsequent  joint  inventors) 


Sworn  to  and  subscribed  before  me  this 
- day  of - ,  19 - .  - 


(Signature  of  notary  or  officer) 

[Seal) 


(Official  character) 


my  or  our  invention  thereof  or  more  than 
one  year  prior  to  my  international  applica¬ 
tion,  that  the  same  was  not  in  public  use  or 
on  sale  in  the  United  States  of  America 
more  than  one  year  prior  to  my  internation¬ 
al  application,  that  the  invention  has  not 
been  patented  or  made  the  subject  of  an  in¬ 
ventor’s  certificate  issued  before  the  date  of 
my  international  application  in  any  country 
foreign  to  the  United  States  of  America  on 
an  application  filed  by  me  or  my  legal  repre¬ 
sentatives  or  assigns  more  than  twelve 
months  prior  to  my  international  applica¬ 
tion,  that  I  acknowledge  my  duty  to  disclose 
information  of  which  I  am  aware  which  is 
material  to  the  examination  of  this  applica¬ 
tion,  and  that  no  application  for  patent  or 
inventor's  certificate  on  this  invention  has 
been  filed  in  any  country  foreign  to  the 
United  States  of  America  prior  to  this  appli¬ 
cation  by  me  or  my  legal  representatives  or 
assigns,  except  as  follows: 


I  hereby  declare  that  all  statements  made 
herein  of  my  own  knowledge  are  true  and 
that  all  statements  made  on  information 
and  belief  are  believed  to  be  true;  and  fur¬ 
ther  that  these  statements  were  made  with 
the  knowledge  that  willful  false  statements 
and  the  like  so  made  are  punishable  by  fine 
or  imprisonment,  or  both,  under  Section 
1001  of  Title  18  of  the  United  States  Code 
and  that  such  willful  false  statements  may 
jeopardize  the  validity  of  the  application  or 
any  patent  issued  thereon. 


Full  name  of  sole  or 
first  inventor 
Inventor’s  signature 

Residence 
Citizenship 
PostOffice  Address 

Full  name  of  second 
joint  inventor, 
if  any 

Second  Inventor’s 
signature 

Residence 

Citizenship 

Post  office  address 


Date 


57.  By  adding  a  new  §  3.57  to  read  as 
follows: 


(Supply  similar  information  and  signature 
for  third  and  subsequent  joint  inventors.) 


§3J>7  Declaration  to  be  filed  with  United 
Stated  Designated  Office  under  35 
*  UJ8.C.  371(c)(4). 

As  a  below  named  inventor,  I  hereby  de¬ 
clare  that: 

My  residence,  post  office  address  and  citi¬ 
zenship  are  as  stated  below  next  to  my 
name; 

I  verily  believe  I  am  the  original,  first  and 
sole  inventor  (if  only  one  name  is  listed 
below)  or  a  joint  inventor  (if  plural  inven¬ 
tors  are  named  below)  of  the  invention  enti¬ 
tled: 


described  and  claimed  in  international  ap¬ 
plication  No. - filed - and  as 

amended  on - (if  any),  which  I  have 

received  and  for  which  I  solicit  a  patent; 

I  do  not  know  and  do  not  believe  the  same 
was  ever  known  or  used  in  the  United  States 
of  America  before  my  or  our  invention 
thereof,  or  patented  or  described  in  any 
printed  publication  in  any  country  before 


PART  5— SECRECY  OP  CERTAIN  IN¬ 
VENTIONS  AND  LICENSES  TO  FILE 
APPLICATIONS  IN  FOREIGN  COUN¬ 
TRIES 

58.  By  revising  §5.1  to  read  as  fol¬ 
lows: 

§  5.1  Defense  inspection  of  certain  appli¬ 
cations. 

(a)  The  provisions  of  this  part  shall 
apply  to  both  national  and  interna¬ 
tional  applications  filed  in  the  Patent 
and  Trademark  Office  and,  with  re¬ 
spect  to  inventions  made  in  the  United 
States,  to  applications  filed  in  any  for¬ 
eign  country  or  any  international  au¬ 
thority  other  than  the  United  States 
Receiving  Office.  The  (1)  filing  of  a 
national  or  an  international  applica¬ 
tion  in  a  foreign  country  or  with  an  in¬ 


ternational  authority  other  than  the 
United  States  Receiving  Office,  or  (2) 
transmittal  of  an  international  appli¬ 
cation  to  a  foreign  agency  or  an  inter¬ 
national  authority  other  than  the 
United  States  Receiving  Office  is  con¬ 
sidered  to  be  a  foreign  filing  within 
the  meaning  of  Chapter  17  of  Title  35, 
United  States  Code. 

(b)  In  accordance  with  the  provi¬ 
sions  of  35  U.S.C.  181,  patent  applica¬ 
tions  containing  subject  matter  the 
disclosure  of  which  might  be  detri¬ 
mental  to  the  national  security  are 
made  available  for  inspection  by  de¬ 
fense  agencies  as  specified  in  said  sec¬ 
tion.  Only  applications  obviously  relat¬ 
ing  to  national  security,  and  applica¬ 
tions  within  fields  Indicated  to  the 
Patent  and  Trademark  Office  by  the 
defense  agencies  as  so  related,  are 
made  available.  The  inspection  will  be 
made  only  by  responsible  representa¬ 
tives  authorized  by  the  agency  to 
review  applications.  Such  representa¬ 
tives  are  required  to  sign  a  dated  ac¬ 
knowledgement  of  access  accepting 
the  condition  that  information  ob¬ 
tained  from  the  inspection  will  be  used 
for  no  purpose  other  than  the  admin¬ 
istration  of  35  U.S.C.  181-188.  Copies 
of  applications  may  be  made  available 
to  such  representatives  for  inspection 
outside  the  Patent  and  Trademark 
Office  under  conditions  assuring  that 
the  confidentiality  of  the  applications 
will  be  maintained,  including  the  con¬ 
ditions  that:  (a)  all  copies  will  be  re¬ 
turned  to  the  Patent  and  Trademark 
Office  promptly  if  no  secrecy  order  is 
imposed,  or  upon  rescission  of  such 
order  if  one  is  imposed,  and  (b)  no  ad¬ 
ditional  copies  will  be  made  by  the  de¬ 
fense  agencies.  A  record  of  the  remov¬ 
al  and  return  of  copies  made  available 
for  defense  inspection  will  be  main¬ 
tained  by  the  Patent  and  Tradmark 
Office.  Applications  relating  to  atomic 
energy  are  made  available  to  the  De¬ 
partment  of  Energy  as  specified  in 
§  1.14  of  this  chapter. 

59.  By  revising  §5.3  to  read  as  fol¬ 
lows: 


§  5.3  Prosecution  of  application  under  se¬ 
crecy  orders;  withholding  patent. 

Unless  specifically  ordered  other¬ 
wise,  action  on  the  application  by  the 
Office  and  prosecution  by  the  appli¬ 
cant  will  proceed  during  the  time  an 
application  is  under  secrecy  order  to 
the  point  indicated  in  this  section: 

(a)  National  applications  under  se¬ 
crecy  order  which  come  to  a  final  re¬ 
jection  must  be  appealed  or  otherwise 
prosecuted  to  avoid  abandonment.  Ap¬ 
peals  in  such  cases  must  be  completed 
by  the  applicant  but  unless  otherwise 
specifically  ordered  by  the  Commis¬ 
sioner  will  not  be  set  for  hearing  until 
the  secrecy  order  is  removed. 

(b)  An  interference  will  not  be  de¬ 
clared  involving  national  applications 
under  secrecy  order.  However,  if  an 
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applicant  whose  application  under  se¬ 
crecy  order  copies  claims  from  an 
issued  patent,  a  notice  of  that  fact  will 
be  placed  in  the  file  wrapper  of  the 
patent. 

(c)  When  the  national  application  is 
found  to  be  in  condition  for  allowance 
except  for  the  secrecy  order  the  appli¬ 
cant  and  the  agency  which  caused  the 
secrecy  order  to  be  issued  will  be  noti¬ 
fied.  This  notice  (which  is  not  a  notice 
of  allowance  under  §1.311  of  this 
chapter)  does  not  require  response  by 
the  applicant  and  places  the  national 
application  in  a  condition  of  suspen¬ 
sion  until  the  secrecy  order  is  re¬ 
moved.  When  the  secrecy  order  is  re¬ 
moved  the  Patent  and  Trademark 
Office  will  issue  a  notice  of  allowance 
under  §1.311  of  this  chapter,  or  take 
such  other  action  as  may  then  be  war¬ 
ranted. 

(d)  International  applications  under 
secrecy  order  will  not  be  mailed,  deliv¬ 
ered  or  otherwise  transmitted  to  the 
international  authorities  or  the  appli¬ 
cant.  International  applications  under 
secrecy  order  will  be  processed  up  to 
the  point  where,  if  it  were  not  for  the 
secrecy  order,  record  and  search  copies 
would  be  transmitted  to  the  interna¬ 
tional  authorities  or  the  applicant. 

60.  Section  5.11  text  and  heading  are 
revised  to  read  as  follows: 

§  5.11  License  for  filing  application  in  for¬ 
eign  country  or  for  transmitting  inter¬ 
national  application. 

(a)  When  no  secrecy  order  has  been 
issued  under  §  5.2,  a  license  from  the 
Commissioner  of  Patents  and  Trade¬ 
marks  under  35  U.S.C.  184  is  required 
before  filing  any  application  for 
patent  or  for  the  registration  of  a  util¬ 
ity  model,  industrial  design,  or  model, 
in  a  foreign  country,  or  transmitting 
an  international  application  to  any 
foreign  patent  agency  or  any  interna¬ 
tional  agency  other  than  the  United 
States  Receiving  Office,  or  causing  or 
authorizing  such  filing  or  transmittal, 
with  respect  to  an  invention  made  in 
the  United  States,  if: 

(1)  The  foreign  application  is  to  be 
filed  or  its  filing  caused  or  authorized 
before  a  national  or  international  ap¬ 
plication  for  patent  is  filed  in  the 
United  States,  or 

(2)  The  foreign  application  is  to  be 
filed,  or  its  filing  caused  or  authorized, 
or  the  transmittal  of  the  international 
application  is  caused  or  authorized, 
prior  to  the  expiration  of  six  months 
from  the  filing  of  the  application  in 
the  United  States. 

(b)  When  there  is  no  secrecy  order 
in  effect,  a  license  under  35  U.S.C.  184 
is  not  required  if: 


(1)  The  invention  was  not  made  in 
the  United  States,  or 

(2)  The  foreign  application  is  to  be 
filed  or  the  international  application  is 
to  be  transmitted,  or  its  filing  or  trans¬ 
mittal  caused  or  authorized,  after  the 
expiration  of  six  months  from  the 
filing  of  the  national  application  in 
the  United  States. 

(c)  When  a  secrecy  order  has  been 
issued  under  §  5.2,  an  application 
cannot  be  filed  in  a  foreign  country, 
nor  can  an  international  application 
be  transmitted  to  any  agency  other 
than  the  United  States  Receiving 
Office  except  in  accordance  with  §  5.5. 

61.  By  revising  §  5.13  text  and  head¬ 
ing  to  read  as  follows: 

§  5.13  Petition  for  license;  no  correspond¬ 
ing  application. 

Where  there  is  no  corresponding  na¬ 
tional  or  international  application,  the 
petition  for  license  must  be  accompa¬ 
nied  by  a  legible  copy  of  the  material 
upon  which  license  is  desired.  This 
copy  will  be  retained  as  a  measure  of 
the  license  granted.  For  assistance  in 
the  identification  of  the  subject 
matter  of  each  license  so  issued,  it  is 
suggested  that  the  petition  or  request¬ 
ing  letter  be  submitted  in  duplicate 
and  provide  a  title  and  other  descrip¬ 
tion  of  the  material.  The  duplicate 
copy  of  the  petition  will  be  returned 
with  the  license  or  other  action  on  the 
petition.  Where  an  international  appli¬ 
cation  is  being  filed  in  the  United 
States  Receiving  Office,  the  petition 
may  accompany  the  international  ap¬ 
plication. 

62.  By  revising  paragraphs  (b)  and 
(c)  of  §  5.14  to  read  as  follows: 

§  5.14  Petition  for  license;  corresponding 
U.S.  application. 

•  *  *  *  * 

(b)  Two  or  more  United  States  appli¬ 
cations  should  not  be  referred  to  in 
the  same  petition  foi  license  unless 
they  are  to  be  combined  in  the  foreign 
or  international  application,  in  which 
event  the  petition  should  so  state  and 
the  identification  of  each  United 
States  application  should  be  in  sepa¬ 
rate  paragraphs. 

(c)  Where  the  application  to  be  filed 
or  transmitted  abroad  contains  matter 
not  disclosed  in  the  United  States  ap¬ 
plication  or  applications,  including  the 
case  where  the  combining  of  two  or 
more  United  States  applications  intro¬ 
duces  subject  matter  not  disclosed  in 
any  of  them,  a  copy  of  the  application 
as  it  is  to  be  filed  in  the  foreign  coun¬ 
try  or  international  application  which 
is  to  be  transmitted  to  a  foreign  inter¬ 


national  or  national  agency  as  it  is  to 
be  filed  in  the  Receiving  Office  must 
be  furnished  with  the  petition.  If, 
however,  all  new  matter  in  the  foreign 
or  international  application  to  be  filed 
is  readily  identifiable,  the  new  matter 
may  be  submitted  in  detail  and  the  re¬ 
mainder  by  reference  to  the  pertinent 
United  States  application  or  applica¬ 
tions. 

63.  By  revising  §  5.15(a)  to  read  as 
follows: 

§  5.15  Scope  of  license. 

(a)  A  license  to  file  an  application  in 
a  foreign  country  or  transmit  an  inter¬ 
national  application  to  any  foreign  or 
international  agency  other  than  the 
United  States  Receiving  Office,  when 
granted,  includes  authority  to  forward 
all  duplicate  and  formal  papers  to  the 
foreign  country  or  international  agen¬ 
cies  and  to  make  amendments  and 
take  any  action  in  the  prosecution  of 
the  foreign  or  international  applica¬ 
tion,  provided  subject  matter  addition¬ 
al  to  that  covered  by  the  license  is  not 
involved.  In  those  cases  in  which  no  li¬ 
cense  is  required  to  file  the  foreign  ap¬ 
plication  or  transmit  the  international 
application,  no  license  is  required  to 
file  papers  in  connection  with  the 
prosecution  of  the  foreign  or  interna¬ 
tional  application  not  involving  the 
disclosure  of  additional  subject 
matter.  Any  paper  filed  abroad  or  with 
an  international  agency  following  the 
filing  of  a  foreign  or  international  ap¬ 
plication  which  involves  the  disclosure 
of  additional  subject  matter  must  be 
separately  licensed  in  the  same 
manner  as  a  foreign  or  international 
application. 

•  ♦  *  *  * 

64.  By  revising  §  5.17  to  read  as  fol¬ 
lows: 

§  5.17  Who  may  use  license. 

Licenses  may  be  used  by  anyone  in¬ 
terested  in  the  foreign  filing  or  inter¬ 
national  transmittal  for  or  on  behalf 
of  the  inventor  or  the  inventor’s  as¬ 
signs. 

Authority:  35  U.S.C.  6;  Pub.  L.  94-131,  89 
Stat.  685. 

Dated:  April  25,  1978. 

Lutrelle  F.  Parker, 
Acting  Commissioner  of 
Patents  and  Trademarks. 

Approved:  May  5,  1978. 

Jordan  J.  Baruch, 
Assistant  Secretary  for 
Science  and  Technology. 

[FR  Doc.  78-12832  filed  5-10-78;  8:45  am] 
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